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Communication:
The Key to Success
We do it mindlessly: Turn on our cell phones, computers or GPSs, and, no matter
our location, we are instantly connected to the world. Most of us would assume
that a scientific genius working tediously with a team of engineers came up with
this powerful technology—but nothing could be further from the truth.
The invention that led to wireless communication was conceptualized by a
woman—and not just any woman—but the most beautiful woman in the world
in her day: Hedy Lamarr. A star of the silver screen during the late 1930s and
1940s, Lamarr’s intelligence matched her looks. In a room in her Hollywood
home, where she tinkered at night after leaving the movie set far behind, Lamarr
drafted the engineering plans for a communications system that was capable of
eluding Nazi detection.
Rather than a lab coat, Lamarr’s partner, avant-garde composer George Antheil,
wore a tuxedo. His knowledge of the synchronization of self-playing pianos was the
connection Lamarr needed to execute what was known as “frequency-hopping”
technology. Though the two received little recognition for their invention at the
time, our current information-driven world would not be the same without it. Be
sure to read Lamarr’s fascinating but lamentable tale on page 10.
Okay, so it’s not as complicated or far-reaching as frequency hopping, but
Craig Nabat’s first invention, the FINDIT Key Finder, involved another means of
communication: clapping. Nabat began his product-development journey with a
device that could locate “lost” items—keys, remote controls or glasses cases—by
clapping three times.
Nabat experienced frustration and disappointments getting his invention to
market, but along the way he discovered laser therapy. A smoker, who could not
find a way to kick his pack-a-day habit, Nabat finally got treatment for his addiction
at a laser therapy center in Canada. After successfully setting up a similar clinic in
Los Angeles, he developed the Freedom™ Quit Smoking System for home use.
Nabat’s fascination with low-level laser therapy led him to also develop a
device to treat hair loss. While he is in the process of securing FDA clearance on
the iRestore® Laser Hair Growth System, Nabat is also wrapping up agreements
with drugstore chains to carry the Freedom Quit Smoking System. His goal is
to help five million people quit smoking in the next two years. Let’s hope Nabat
is successful.
The technology may exist, but it’s how we use it that counts. Andy Geremia, who
licensed a game to a toy company, says although there are numerous resources
available to research product development and licensing, the real key in taking an
idea to market is effective communication. Read Geremia’s account of his licensing
process in One A-Mazing Game on page 16.
Do the right thing or do things right? That’s the question Jack Lander poses in
this issue, taking his lead from business expert and author Peter Drucker. It is a
quandary each of us faces every day, whether we’re taking a product to market
or reviewing patent law. And it’s not simply a matter of semantics; it’s how we
interpret the issues behind the words that give them meaning. Whether it’s the latest
technology or the oldest of words, thoughtful communication is the key to success.
— Cama McNamara
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Bright Ideas
Compiled by Cliff McNamara

Intel Education Tablet
KID FRIENDLY, RUGGED LAPTOP
intel.com
Educators and students alike will be able to explore
their world with the 10-inch Intel Education Tablet.
This laptop’s rugged build resists dust and water and is
designed to withstand accidental drops. The scratchresistant screen and rubber bumpers help extend the
life of the device, and a comprehensive application
suite engages students.
Front- and rear-facing cameras encourage content
creation. Lab Camera and SPARKvue allow students
to carry out observations and measurements with the
built-in camera. The device also includes a 30x snap-on

magnification lens and temperature sensor, which encourage inquiry-based learning.
Students can also organize their schedules, make
sketches with the included stylus, edit photos or study
with the interactive PDF reader. The machine’s hardware is adequate, running on Android with an Intel®
Atom™ Processor Z3700 Series with one or two GB of
RAM and 16 or 32 GB of storage. Six-and-a-half hours
of battery life allow students to stay unplugged while
they work. Intel Education Tablets are available from
Intel authorized retailers. — Cliff McNamara

development of man is vitally dependent on invention.
“ TItheis theprogressive
most important product of his creative brain.”
—

nikola tesla
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BRIGHT IDEAS

AdlensFocuss
THE BE T TER TO SEE YOU
adlensfocuss.com
If you wear bifocals, this new product may help you see the
world a little clearer. UK-based company Adlens, which took
self-adjustable glasses to the developing world so that people
could dial in their ideal magnification level without the need of
an optometrist, recently released that same technology in the
United States as an alternative to bifocals. The AdlensFocuss
glasses incorporate two lenses for each eye. The wearer’s prescription lense is located in the front, the adjustable lense is in
the back, and a layer of clear silicone oil separates the two.
Wearers can turn a small dial on the inside of the temple arm
to push the lenses together or apart, which instantly alters the
magnification rate to one of three different settings—distance,
mid and reading—that are preset with the user’s prescription.
Adlens calls this technology “variable power optics” and says
the viewing area—which is the full size of the lense—is four
times larger than that of the best no-line bifocals. The company launched its AdlensFocuss eyewear in the United States this
past June, with four different frame styles and a choice of six
finishes for each. Prices start around $1,000.

bstacles are those frightening
“ Othings
you see when you take your
eyes off your goal.”— henry ford
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Micro Drone 3
FEEL THE FLIGHT
If you are thinking of buying a drone, Micro Drone 3.0 may
be the perfect place to start. Most small, portable drones
have shortcomings, but UK company Extreme Fliers included features in its new Micro Drone 3.0 that are usually
found only in high-end drones. The drone fits in the palm of
your hand and has a 720 x 1280 HD camera that is stabilized
by a tiny gimbal. The package includes a VR headset that is
controlled with Google cardboard VR for first-person flying sensations. The Micro Drone 3.0 can be controlled with
an included radio controller or an iOS or Android app. Special algorithms allow the drone to fly in rough winds of up
to 28 mph. With access to a 3D printer, you can create your
own frames or download ready-to-print CAD files that can be
used to customize the drone. The Micro Drone 3.0 can be preordered on IndieGogo and will be available in retail outlets
by November 2015.

DxO ONE

Inventor-Con 2015

DSLR-QUALITY PHOTOS, COMPACT SIZE

A CONFERENCE FOR INVENTORS
AND ENTREPRENEURS

dxo.com
DxO ONE packs the power of a high-end camera into a
compact size that is ready when you are. Simply attach the
DxO ONE to an iPhone or iPad via the Lightning connector, and it will turn the device into a swivel LCD display for
the 20.2 megapixel DSLR-quality camera. Once connected,
the camera can swivel 60 degrees in each direction.
The DxO ONE has a powerful one-inch sensor, and it automatically enhances every photo you take using advanced
image processing. Photographers can control camera settings, including aperture (f/1.8 to f/11), shutter speed (15s
to 1/8000s), ISO (100 to 51200) and capture modes (scene,
speed, aperture priority or full manual). The camera also
lets you control the depth of field for sharp and focused
portraits and closeups. The app allows for advanced image
editing on a phone or PC, and corrections can be made to a
single picture or batch of photos.

The Central Kentucky Inventors Council will hold Inventor-Con 2015 on
October 6, 2015 at the Central Public Library in Lexington, Ky. The event,
now in its 10th year, is free and is designed to help inventors and entrepreneurs discover and connect to the tools needed to carry their ideas
to a profitable invention or business.
The conference features training presentations, speakers, invention
and innovation exhibitions, and workshop/breakout sessions, with experts speaking on topics ranging from funding to prototyping to patenting. The event also includes a Young Inventors Program for students.
This year’s keynote speaker is inventor and author Stephen Key.
“This event is now one of the largest of its kind in the Midwest,” says
Don Skaggs, CKIC president. “Inventors and entrepreneurs from all over
the country come to Lexington to be a part of this conference.”

Inventor-Con 2015 is open to the public.
For information or to register, go to http://www.ckic.org.

YOUR PATENT CAN BE
DESIGNED AROUND
Check to see how yours holds up.
QUANTUM INVENTING
by Stephen Malak

* Book available online, only at

quantuminventing.com

Livall Bike Helmet
SAFE T Y AND MORE
livall.com

Advocates of bike safety will be interested in a new product by Chinese company
Livall. This LED-loaded helmet also serves as a walkie-talkie and sends an SOS alert
if the rider falls. Rows of colored LED lights on the top and back of the helmet act as
direction indicators to keep others on the road aware of the rider’s movements. The
lights are controlled via a handlebar-mounted device, dubbed Bling Jet, that speaks
to the helmet over Bluetooth 4.0. The helmet is fitted with built-in Bluetooth speakers
that can play music from the rider’s phone via Bling Jet, and a built-in microphone allows riders to receive phone calls by tapping a button under the helmet cap.
Text messages are converted to voice, so riders can keep their eyes on the road. The
device can charge the rider’s phone, as well as remotely control it to snap photos and
video with help from the companion app. The Liveall Riding app can integrate data
from other devices, such as a pedometer, smartwatch or a walkie-talkie that allows
groups of riders to stay in touch.
In case of an emergency, a gravity sensor built into the helmet is designed to detect a sudden fall; the helmet then activates additional lights and sends out an SOS alert to emergency contacts. The Livall Light Helmet is available for pre-order on Indiegogo for $159.
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TIME TESTED

Leading Lady
The Secret Ambitions
of Hedy Lamarr

S

ilver screen star Hedy Lamarr,
dubbed “the most beautiful
woman in the world,” was revered for her exotic looks, but
it was for what she did off the movie set
that Lamarr longed to be remembered.
Proving that she was more than just another Hollywood star, Lamarr’s “frequency-hopping technology” earned her
a place among the 20th century’s most
important inventors.
Born Hedwig Eva Maria Kiesler to Jewish parents in Austria, at age 18 Lamarr
starred in the film Ecstasy, which put
her name on the hushed lips of film fans
around the globe. That same year, she
married Fritz Mendl, a wealthy arms
manufacturer with ties to both Hitler and
Mussolini. Lamarr often accompanied
her husband to meetings, where conversations revolved around secret weapons
and detection devices that could listen to
and jam the radio signals that American
aircraft and weapons used to communicate with one another.
As World War II and the Nazis approached, Lamarr fled her homeland and
controlling husband, and booked passage
on the Normandie, a ship she knew was
carrying movie magnate Louis B. Mayer. By the end of the trip, Lamarr had secured a contract, with the stipulations that
she change her name and learn English—
which she did very quickly.

10
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“Any girl can be
glamorous. All you
have to do is stand
still and look stupid.”
— Hedy Lamarr
Secret Life

Often playing the role of glamorous seductress, Lamarr’s career took off as she
shared the screen with Hollywood’s leading legends—Clark Gable, Spencer Tracy
and Charles Boyer—but she could just as
easily have been cast as a spy, for Lamarr
had an alter ego: actress by day, inventor
by night.
“She set aside one room in her home,
had a drafting table installed with the
proper lighting, and the proper tools—
had a whole wall in the room of engineering reference books,” said Richard Rhodes,
author of Hedy’s Folly: The Life and Breakthrough Inventions of Hedy Lamarr, in a
CBS Sunday Morning interview. “That was
where she ‘invented.’ ”
It was a hobby Lamarr didn’t make public and rarely revealed. “She was such a
creative person, I mean, nonstop solutionfinding. If you talked about a problem,

she had a solution,” said her son, Anthony
Loder, in the same interview.
Lamarr’s early inventions, which included a better Kleenex box, a new traffic
signal and a tablet that dissolved in water
to create a carbonated drink, didn’t go anywhere, but the war in Europe was never far
from her thoughts. Newspaper headlines
declared the atrocities of German U-boats
torpedoing ships in the Atlantic, often carrying women and children trying to flee
the Nazis, and Lamarr was determined to
do something about it.

Chance of a Lifetime

She spent countless hours working on a secret communications system, but a chance
meeting with composer George Antheil at
a dinner party helped steer Lamarr in the
right direction. An avant-garde composer,
Antheil was famous for a symphony that
used unconventional instruments and incorporated more than a dozen synchronized pianos. A discussion drew them
to the conclusion that if pianos could be
synchronized to hop from one note to another, why couldn’t radio signals that steer
torpedoes hop, as well?
The technology, known as “frequency
hopping,” would prohibit the signals steering torpedoes from being intercepted. The
theory was that if the transmitter and the
receiver simultaneously jumped from
frequency to frequency, then someone
all photos : wikimedia commons

INVENTOR ARCHIVES: October
trying to jam the signal wouldn’t know
where it was.
Lamarr and Antheil succeeded in patenting the ingenious frequency-hopping
technology in 1941, but the invention was
not well received by the National Inventors
Council, nor Navy commanders. This was
especially true when they discovered the
frequency-hopping technology was controlled by a player piano mechanism and
the 88 piano keys represented. Lamarr was
told she could contribute more to the war
effort by raising money, which she did, using her fame to raise millions of dollars in
war bonds. She quietly signed her patent
over to the United States Navy.

Beyond the Marquee

The enormous significance of Lamarr and
Antheil’s invention was not realized for
decades because the idea was so far ahead
of its time. It was first used 20 years later by the military during the Cuban Missile Crisis in 1962. Lamarr continued to
watch others take advantage of her technology, which galvanized the digital communications boom. Lamarr and Antheil’s
frequency-hopping system served as a basis for modern spread-spectrum communication technology, which is used in cell
phones, fax machines, GPS systems, Bluetooth and Wi-Fi.
Nearly 50 years after the original patent
was issued, in 1997 Lamarr and Antheil
were honored with the Electronic Frontier
Foundation Pioneer Award. Later that year,
Lamarr became the first female recipient
of the BULBIE™ Gnass Spirit of Achievement Award, which is “given to individuals whose creative lifetime achievements
in the arts, sciences, business, or invention fields have significantly contributed
to society.”
Lamarr died January 19, 2000 at age
86. Her obituaries began with comments
on her great beauty, with few references
to the invention she had hoped would
prove she possessed a beautiful mind,
too. Although too late for Lamarr to see
herself recognized as more than a pretty
face, she and Antheil were inducted into
the National Inventors Hall of Fame in
2014. Lamarr would have considered it
her Oscar moment.
— Cama McNamara

October 3, 1950
U.S. Patent No. 2,524,035 was granted to Bell Labs
scientists John Bardeen, Walter Houser Brattain,
et al. for the point-contact transistor. Although
not listed on the actual patent, William Bradford
Shockley oversaw the team. In 1956, all three
men were jointly honored with the Nobel Prize in
Physics for their discovery of the transistor effect,
which opened the door to the digital future.

October 6, 1941
U.S. Patent No. 2,297,691 was granted to Chester Carlson for
electrophotography, now referred to as xerography or photocopying. He was turned down for funding by more than 20 companies between 1939 and 1944, and tried unsuccessfully to sell
the invention to IBM. The Haloid Photographic Company saw
the promise of Carlson’s invention and, in 1946, signed an agreement to develop it as a commercial product. The company, now
Xerox, is the single most successful product of all time.

October 9, 1855
Isaac Singer was granted U.S. Patent No. 13,661 for the first
practical and affordable sewing machine. Singer’s improvements on the sewing machine included a shuttle that moved
in a straight line rather than a circle; a presser-foot for feeding the fabric; and a needle, powered by a foot treadle, that
moved up and down. The machine could sew 900 stitches
per minute, a dramatic improvement over an accomplished
seamstress’s rate of 40 stitches a minute.

October 14, 1835
U.S. Patent No. 8447X was granted to Henry Blair,
the second African American to hold a U.S. patent,
for a seed planter. The planter resembled a wheelbarrow, with a compartment to hold the seed and
rakes dragging behind to cover them. This device
enabled farmers to plant corn more efficiently,
guaranteeing a higher yield. Blair signed the patent
with an “X,” indicating that he was illiterate.

October 30, 1888
U.S. Patent No. 392,046 was granted to John Loud for the
ballpoint pen. He invented the ballpoint pen to write on
leather products, which fountain pens could not. His pen
had a small rotating steel ball held in place by a socket. The
pen proved to be too coarse for letter writing, and the patent
eventually lapsed. The modern ballpoint pen was patented
in 1938 by László Bíró, a Hungarian newspaper editor, 22
years after Loud’s death.
OCTOBER 2015 INVENTORS DIGEST
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LANDER ZONE

DO THE RIGHT THING
OR DO THINGS RIGHT?
Details Tell the Difference BY JACK LANDER

P

eter Drucker was the one of
in the same field. A patent attorney will
the wisest and most respected
order a patent search as the “right thing”
What inventors should
teachers of business success in
to do before beginning work on an apstrive for is the
our time—or any time. Druckplication. But when the art is well estab“Goldilocks zone”—
er, who died at 96 in 2005, wrote or made
lished—kitchen gadgets, for example—a
essential contributions to 46 books, five
product search is something you can do
a product that
of which continue to be best sellers today.
yourself to make certain your idea is not
is sufficiently novel
Managing for Results, published in
already on the market.
to patent and
1964, was the first of his books that I
The Goldilocks Zone
read. Even today, the book remains rich
commercialize, but not
Another “Druckerism” that applies to inin timeless advice, much of which proso novel it scares
ventors is that “the entrepreneur has only
vides a mature foundation and outlook
potential licensees.
two functions: innovation and creating a
for serious inventors and entrepreneurs.
customer.” I was puzzled when I first read
The theme of 1985’s Innovation and Enthose words, but they now make sense.
trepreneurship is that entrepreneurship
is based on innovation rather than on stock ideas and products. High-level innovation implies that the product is too novel to
“Innovation is the specific tool of entrepreneurs, the means have a ready-made customer who is already buying something
by which they exploit change as an opportunity for a different that, in a broad sense, serves the same purpose. Thus, the entrepreneur must announce the new product and shout its benefits
business or a different service,” he wrote.
Drucker had the knack for condensing into a few words the so that the potential beneficiaries will respond and buy it. But
essence of his profound insights. For example: “It is better to such seminal marketing almost always needs further resourcdo the right thing than to do things right.” I have found these es—especially money—than independent inventors with entrewords to be directly applicable to the invention process. Many preneurial aspirations have at their disposal.
So goes the inconsistency of novelty. If an idea is too novel,
inventors I have worked with have rushed to a patent attorney
shortly after their “eureka moment,” hoping to protect an idea it’s difficult to create the customer, whether we do it ourselves
or shift the burden to a licensee. What inventors should strive
they aren’t yet certain is either novel or worth protecting.
They “did things right” by going to a patent attorney, rather for is the “Goldilocks zone”—a product that is sufficiently novel
than writing and filing their own applications, but they didn’t to patent and commercialize, but not so novel it scares potential
“do the right thing,” which would be to determine if the prod- licensees. Potential licensees have to be convinced there is a viuct already exists. Through searches, I have discovered numer- able, defined market, which can be refined through appropriate
ous products on Amazon.com that I had no idea existed. As marketing channels and establishing customers.
Carl Sagan said, “Evidence of absence does not mean absence
Infringement Equals Profitability
of evidence.”
I’m not saying that applying for a patent should never be the first High-tech innovation is often beyond our capabilities. Rememstep taken. The “first to file” rule provides an advantage to compa- ber Chester Carlson, an independent inventor who struggled for
nies and independent inventors working on similar innovations 20 years before his Xerox® process copy machine became a viable
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product. If GE had licensed Carlson’s
Entrepreneurs
Make
Good Allies
technology when he first patented
Another
This reinforces my contenit, more than likely, the compa“Druckerism” that
tion that we must ally with enny would have had a copier on
trepreneurs for two reasons: Neither
the market within three years.
applies to inventors is
of us want, or can afford, the extremely high cost of
High-tech inventions, such
that “the entrepreneur
litigation. We’ll be better matched in terms of finanas the Xerox® process, are
has only two functions:
cial resources. If “efficient infringement” continues
best left to inventors at large
to expand, and changes to the patent laws that are
corporations, which have the
innovation and
now before Congress are passed without the modiresources, not just to develop
creating a
fications that independent inventors need in order to
and patent their products, but
customer.”
profitably pursue patenting and licensing, we may find
to defend them against patent
that association with small startup entrepreneurs is our
infringers.
only practical course.
The only practical defense invenThe main problem of the interface between inventor and entors have against infringement is to negotiate
with companies that don’t infringe and are open to—even in- trepreneur is that inventors tend to be product oriented. We
vite—submissions from independent inventors. Inventors are dream up products that solve problems. Fine. That’s our DNA.
Entrepreneurs are market oriented. They keep abreast of
at risk in any case. At present, the licensing value of patents is
in peril, and attempts to license even to small to medium sized what is changing, and they search existing markets looking for
companies are risky. Smaller companies are more apt to have a gaps to fill. This essential difference suggests that the inventor
conscience about taking advantage of inventors than large com- should adopt the entrepreneur’s approach: search for change,
define what is needed and invent it, thereby offering the entrepanies in which the bottom line rules.
Patent attorney Gene Quinn stated in an article in the August preneur a proposal that fulfills his barren wish list. Searching
issue of Inventors Digest: “Changes in patent law over the last for product opportunities is the essence of inventing on purdecade have made it a far better business decision to infringe.” (1) pose. It is a powerful example of doing the right thing.
In fact, the policy of infringement, rather than licensing, has
become so prevalent that companies and their attorneys bla- (1) Patent Reform Fuels Fear, Paralyzes U. S. Innovation Market,
tantly refer to it as “the efficient infringement theory.” From the by Gene Quinn, August 2015, Inventors Digest.
infringer’s perspective, infringing is doing the “right thing” (for
profitability), rather than “doing things right” (ethically).
To further aggravate matters, one of the provisions of the
Jack Lander, a near legend in the inventing
community, has been writing for Inventors Digest
House version of the pending law is that if we sue our infringer
for 19 years. His latest book is Marketing Your
and lose the suit, we have to pay the infringer’s legal costs. The
Invention–A Complete Guide to Licensing,
conclusion independent inventors must come to is that we are
Producing and Selling Your Invention. You can
reach him at jack@Inventor-mentor.com.
an obvious target for infringement because opportunistic companies know we can’t risk losing if we sue.
photo co u r t e s y o f c l a r em o n t g r a duat e u n i v er s i t y
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MARKETING TIPS

Mail-Order
Mastery
10 Timely Tips for Inventors
BY JOHN G. RAU

A

re you familiar with the National Mail
Order Association? If you have a new
product idea that, when commercialized,
will be sold through mail order, you will want to contact the NMOA for assistance in planning the sale
and distribution of your product. Located in Minneapolis, Minn., the National Mail Order Association
possesses an extensive library of information concerning the mail-order business and publishes statistics regarding product sales and trends, making it a
good source of secondary information on the topic.
You can also list your new product or service for sale
on the NMOA website: www.nmoa.org.
The mail-order entrepreneur is one who promotes his/her product through one or more types of
media, either print or electronic, with catalogs, direct
mail, ecommerce, email, television—including ads,
infomercials and shopping channels—radio, magazines, newspapers and inserts. Customer orders are
placed either online or by phone, fax, mail or email.
Finally, the fulfillment (delivery) of the merchandise is done through a common carrier such as the
United States Postal Service, United Parcel Service or
FedEx. Many new inventions enter the marketplace
via this approach.
John D. Schulte, president and chairman of the
NMOA, offers advice and guidance for mail order
marketers on the organization’s website: www.nmoa.
org/Library/webtips.htm. Note the similarities with
recommendations often given to inventors.
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1

“The best products or services to sell, especially when you
are starting out, are ones that fill a need. Fulfilling a need
constitutes a promise to make the buyer’s life better, easier or
healthier, or enhance the status of living in some way or form.”
Comment: As in inventing, to be successful you must solve a
problem that meets a need.

2

“When you see something that really grabs your attention,
save it in a file or write it down. Then you take the ideas you
find really interesting and apply them to your business situation. Don’t forget to write down every idea you get. Have a paper and pen by your bed. Carry a pocket pad or recorder with
you at all times. I guarantee the minute you think of a great idea
(that sudden inspiration) and you don’t write it down because
you think you’ll remember it, you will forget it.”
Comment: Isn’t this part of defining the problem and formulating solutions?

3

“I take the best of others’ ideas, then bend and fit them to
my needs. I call it the art of relating and assimilating.”

Comment: Isn’t this what Edison did? He took other people’s
ideas and built upon them. In Schulte’s words, Edison was “relating and assimilating.”
vladgrin / istock / thinkstock

4

“Take the best from everybody, modify it to fit your needs,
add creative use of your resources where needed, and you
will come up with a style all your own.”
Comment: Remember that most inventions are improvements
to existing products. This is the approach followed successfully
by many inventors.

5

“It always helps to know something about, or have an interest in, the products or services you sell. Know your product
or service. Many times, the most successful mail order marketing companies start from a person’s hobbies or interests. This
way, they know something about the products they are selling.”
Comment: In other words, invent in an area you know something about.

6

“If you’re thinking about mail order, catalog or direct-mail
selling—you can improve your odds by getting the facts before you invest. Remember this: In mail order, as in most any
business, you must have a purpose and reason for being. Stay
away from selling meaningless items just for the sake of trying
to get rich. You must have a passion for what you are doing.
And you must have the mind-set to be in it for the long run.
Many businesses that don’t make it are those where the operators had no passion—no underlying purpose behind what they
were doing. They didn’t have the dream.”
Comment: You’ve got to do your homework and get all the
facts before moving ahead with your idea. This is the essence
of market research. In addition, in order to be successful you
must have the passion to succeed and truly believe in your idea.

7

“It is best to chart a definite course of action for getting
to your ultimate goal. Can you envision what you will be
selling five, 10, even 20 years from now? If not, find out why.
What position will you play in the market? Educate yourself. And never stop reading what industry leaders write; you
need this to stimulate your own mind to create new ideas.”
Comment: You need a plan and, in particular, an inventionmarketing plan.

8

“Another important ingredient is that the product or
service should have an easy-to-identify audience that’s
easy to reach and has a total universe large enough to support your business. ‘Audience’ means a specific type or group
of people that has something in common with each other
and with the product or service you want to sell. ‘Universe’ means the grand total of all the people in that group.”
Comment: You have to be able to define your market, and it
has to be large enough to justify your pursuit. Your market
must be clearly identifiable, and you need to know what types
of people will buy this new product or service.

9

“It’s best to be specialized. Look at other mail-order companies and catalogs. There are very few with general merchandise offerings; most specialize in one area or another. In
a nutshell, you should plan out a line of products that fits into
a specific niche, making sure that the niche is easy to identify,
easy to reach and large enough to support a business. Then,
get as much expert advice as you can and continue to educate
yourself in the business.”
Comment: Do your competitive analysis and define where you
fit in the marketplace. You need to determine what makes your
invention idea unique, relative to other existing products or
services in the marketplace. These differences will separate you
from the crowd.

10

“Personally, if I can’t define a specific audience for a
product or service that can be reached using direct mail
or mail-order, I usually don’t do it.”
Comment: Isn’t this consistent with what Edison said, namely:
“Anything that won’t sell, I don’t want to invent.”

John G. Rau, president/CEO of Ultra-Research Inc.,
has more than 25 years experience conducting
market research for ideas, inventions and other
forms of intellectual property. He can be reached
at (714) 281-0150 or ultraresch@cs.com.
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One
A-Mazing
Game

How My Simple
Game Idea Was Licensed
By a Toy Company
BY ANDY GEREMIA

A

lthough I’ve been a tinkerer all my
life, I didn’t consider myself an inventor until those unforgettable
three months in early 2014, when I won
BigLeap’s “Games that Make Us Smarter”
challenge and went on to sign a licensing
agreement with FoxMind.
It all began when I heard about the
BigLeap.org challenge to design low-cost
educational games for kids. I had been
making wooden marble maze games in
which players raced one another to complete a maze. I took this concept and designed a game called Mazing Race. In a
nutshell, kids glue cut-up straws to create their own maze in a cutout cereal box.
When their maze is complete, they swap it
with another team’s maze, drop in a marble and race to the finish. The goal is to
design the maze so that the other team
has trouble getting its marble through.
I was absolutely stunned, when a month

16
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later, I received an email stating that I was
the first-place winner. My simple game
idea took top honors and won a $5,000
prize. For a few days, my kids called me
the “five-thousand dollar father,” which
put an extra spring in my step.
The contest was judged by experts in
childhood learning and a renowned game
inventor, so I knew I had created something special with the game concept. This
validation gave me the confidence to create a marketable version of the game—
a whiteboard with moveable, magnetic
maze walls. Armed with the press release
about my initial win, I contacted toy companies to determine their interest.
Within a month, I had sent out three
prototypes, and two months later, I had a
signed license agreement with FoxMind.
The entire process, including the manufacturing, went incredibly fast. By August
4, 2015, Maze Racers was on the market.

How I Did It

I had unsuccessfully tried to license a
lawn game the year prior, and in the process, had read about licensing and patents. I was very confused as I stumbled
my way through a provisional patent and
non-disclosure agreements.
However, with that limited experience
under my belt, I continued researching
and started contacting industry experts
for advice. I wanted to better understand
what I was up against and what would
help me succeed this time around.
The biggest take-away for me the second time was that neither non-disclosure
agreements nor patents are common in
the toy industry, particularly with amateur inventors. This was a bit scary at
first, but turned out to be quite liberating as I openly shared my ideas in complete confidence with other professionals. For every horror story about ideas
photos cour tesy of andy geremia

Within a month,
I had sent out three
prototypes, and
two months later, I
had a signed license
agreement with
FoxMind.

Matthew Walling and his sister, Olivia, play Maze Racers.
Andy Geremia with the $5,000 check he won from BigLeap.

being stolen there are countless success
stories that never get told.
Following is a summary of the steps I
took in pursuit of a licensing agreement
for Mazing Race, which became Maze
Racers. I did it all without a patent, nondisclosure agreement, agent or attorney.
Although I’m not recommending that
everyone who wants to license a game
undergoes the process without intellectual property protection or professional
expertise, this is what worked for me.
A. Have a spectacular game.
B.	Create a presentation and/or video
of your game.
C. 	Identify toy companies and contacts
that may be interested.
D. 	Submit a short description of your
game to determine the level of
interest.
E. 	Send presentation and/or video to
interested companies.
F. When requested, send a prototype.

G. Follow up and wait for feedback.
H. Review and sign a licensing agreement.

Communication Is Key

Although there are many books and online
resources that provide guidance regarding
inventing and licensing, the importance of
communication can’t be stressed enough.
Proper communication with companies
you are pursuing for licensing agreements
is extremely important.
I communicated with most companies
electronically. I sent emails, got nibbles
and followed up with additional information via email. Although email is an easy
and convenient way to communicate, it
can pose challenges when you don’t know
much about the recipient. For example:
• Does he prefer phone calls over emails?
• Does he read emails carefully?
• Does he like details?
• Does he open attachments?

With these unknowns, it is best to keep
your emails concise and clear. Simplicity
starts with the subject line. An email from
a stranger may never be opened if it has a
vague or irrelevant subject line. To get the
attention of those looking for game ideas,
I simply used “Game Idea Submission.”
Keep the body of the email brief and to
the point. I used this email as a template:
Hello John,
A game of mine was recently awarded
first place in BigLeap’s “Games that Make
Us Smarter” challenge (see link below).
Brief description: Kids build their own
marble maze and then race each other.
I’d like to get your feedback on this game.
Do you have a product submission process?
Regards,
Andy Geremia
123-456-7890
OCTOBER 2015 INVENTORS DIGEST
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The biggest take-away for me the
second time around was that
neither non-disclosure agreements
nor patents are common in the toy
industry, particularly with amateur inventors.

Recipient Response
Vital to Success

Avoid sending too much information
initially. Do not include attachments or
pictures. Have the recipient respond if he
wants to receive more information. Having him respond to your email accomplishes several things:
• You discover inventor-friendly contacts.
• If your current idea is passed over,
you will have a good contact for future
reference.
•	The email signature may contain useful information, such as a direct phone
number, which will be important for
following up.
Less is more when it comes to email
content. If your initial email contains all
there is to know about your idea, and you
don’t get a response, you will be left in
the dark. You have no idea why the recipient didn’t respond. Was it your idea,
the way you pitched it or the timing? Was
the product too expensive to manufacture? Without a response, you cannot get
feedback. Without feedback you cannot
improve your pitch or idea.
Getting a response also allows you to
begin a dialogue and build rapport with
18
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individuals at the company. Look at every
interaction with a company employee as
an opportunity to grow a relationship and
improve your knowledge of the industry.
When a company does not respond, be
politely persistent. I sent the same email a
week later if I did not receive a response.
I also called high-priority companies that
did not respond.

Pick Up the Phone

Do not be afraid to pick up the phone and
make a call. Be ready to leave a short voicemail and follow up with another email.
Don’t assume your emails have been read
and the company is not interested simply
because you don’t get a response. Keep
knocking on the door until you are told in
an email or phone call that the company is
not interested.
I wanted to connect with one company in particular, but the person I emailed
never responded, so I called the company’s
main number. I was fortunate to get the
proper person on the phone. He vaguely
recalled my email and was interested in the
game, but told me he had not responded
because he had gotten busy. At the end of
our conversation, he asked for a prototype.

If I had not made that call, I would have
missed out on this opportunity and the invaluable communication that took place
during the evaluation process.
When someone replies and asks for
more information, call him directly and
thank him for his interest. Let him know
you are looking forward to his feedback.
A simple phone call goes a long way in
building a personal connection, even if
you only leave a voicemail.
Once you receive feedback, call and
thank him for his opinion. If you have
taken the time to build a relationship, he
may be willing to further discuss the company’s evaluation process. That way, you
discover what representatives liked most
and least about your idea. Take every opportunity to learn as much as you can
about what others think of your ideas and
improve upon them accordingly.
Visit www.CerealBoxMaze.com.

Andy Geremia is a security sales engineer
by day and game designer by night. He
lives in central Connecticut with his wife
and three daughters.
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The Right

Hook

Brian Hock Keeps Hydration Simple
BY JEREMY LOSAW

A

side from, perhaps, curling, hydration is
crucial to success in every sport. Team
sports managers keep water jugs on the
sidelines for their athletes to consume during breaks
in the action, but distance runners, bikers and triathletes must lug their own.
While the standard cylindrical sports water bottle
works for some sports, runners often find the bottles difficult to carry. Runners’ belts help the situation, but they can be awkward and throw off the
wearer’s center of balance. Designer and running
enthusiast Brian Hock saw the fundamental flaw in
the shape of traditional water bottles and came up
with the Simple Hydration bottle, which has a more
ergonomic shape, making it easier for runners and
other athletes to carry.
Simple Hydration is curved and fits comfortably
on the small of the runner’s back, which helps maintain balance. A hook at the end of the bottle allows it
to rest on the waistband of the athlete’s shorts, pants,
belt or in a pocket. It holds 13 ounces, which is perfect for a training run but not too heavy to drag the
runner’s pants down.

OCTOBER 2015 INVENTORS DIGEST
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Simple Hydration water bottles have a curved shape that allows
them to fit comfortably on the small of the runner’s back.

Road Tested

Hock is a graphic designer by trade—but a running enthusiast at heart. He ran his first marathon at age 12 (four hours, 47
minutes) and went on to run cross-country and track in high
school, and later at Bowling Green University. Hock continued
to run after graduation for enjoyment and to stay in shape—
and with running comes the need for hydration.
Throughout years of training, Hock endured the often uncomfortable and burdensome feeling of carrying a water bottle in his hand. He tried bottles clipped to running belts, but
they bounced around too much and chafed his skin. He began
to wonder if there was a better place on the body to store water, and he began to question the standard water-bottle design.
Hock came up with the idea for Simple Hydration on a sweltering summer day while training for the Louisville Ironman
Triathlon. What if the bottle were contoured and could fit on the
small of the back? Since there is nothing to secure a bottle on the
back, other than a waistband, could the bottom of the bottle be
molded into a hook, which would hang from the waistband of
shorts or pants?
Hock says his wife helped him build crude prototypes, while
his children “road-tested” them in his home’s family room.
Once they had a viable concept, Hock’s graphic background
enabled him to quickly sketch the bottle. The product-development journey was in full swing.
20
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Shaping Up

Hock consulted with his brother-in-law, a consumer-product
designer, and pushed him to start looking at groups overseas
to help with the design and production. However, Hock needed a prototype to prove his concept. Hock found a product-design group in California that was able to transform the design
sketches into CAD and build prototypes.
Since most water bottles are 20 ounces, the first prototype
was similar in size. After testing, Hock found it was too heavy
and bulky and had a tendency to pull down his shorts. The size
was converted to 13 ounces, and the second prototype worked
so well that Hock was ready to look for a manufacturer.
The shape of the bottle made it a challenge to mold. Hock
contacted several blow molding groups, many of which manufactured traditional water bottles. Each time, he was told the
shape of the bottle was too complicated.
His product-development firm located a small blow molder
in southern California that specialized in oddly shaped parts.
Fortunately, the company was capable of making the bottle for
a reasonable price. Since the shape of the bottle was so unique,
Hock chose to keep the cap simple. He found an injection
molder in Kansas that had a nicely designed cap, and matched
the thread design on the bottle to mate up with it.
Hock intended to launch the product on Kickstarter, but
wanted to get it patented first. He found a local law firm and
photos cour tesy of brian hock

Simple Hydration bottles weigh
only 13 ounces, making it easier for
runners and other athletes to carry.

ou think once you have the molds that everything is set and is going to work
“ Yfine.
Then you have to troubleshoot and find out why it’s not working.”

— BRIAN HOCK

went straight to filing the utility patent, rather than a provisional one. In addition to the IP protection, Hock felt it would
enhance his marketing efforts. Hock also considered filing international patents, but decided against it, as he felt he would
not have the resources to fight infringers.

Not So Simple

Prior to the launch of the Kickstarter campaign, Hock had a solid marketing plan in place. He founded a website called “Infinite
Runners,” through which he was able to gather contacts for a
variety of running companies and news outlets. He also had
a healthy set of LinkedIn contacts, in addition to his friends
on the runner’s forum dailymile.com. Hock launched his campaign in June 2011 with a $20,000 goal and, by August, had
raised $21,180. The campaign gave him market validation, as
well as the funds to cover the tooling costs and the setup of a
distribution center near his home in Ohio.
Sales of Simple Hydration have steadily increased, but it has
not been easy. Last year, a batch of caps did not fit the bottles
correctly. “You think once you have the molds that everything
is set and is going to work fine,” says Hock. “Then you have to
troubleshoot and find out why it’s not working.”
It has been especially challenging to educate consumers about
how to use the bottle correctly. Hock was surprised at how much

explanation was necessary to show runners how it worked. He
has since created a series of YouTube videos, in addition to demonstrating the product at trade shows.
Simple Hydration continues to generate buzz. Hock has a consumer base of devoted runners in the United States and abroad,
with overseas sales a big portion of his overall revenue. He sponsors a team of competitive runners, who consistently finish on
the podium of regional and national marathon and ultra-marathon events.
In the meantime, Hock continues to work at his design firm
but notes that Simple Hydration commitments are taking up
an increasingly larger chunk of his time. He is also working on
other running products, including a new hydration device, in
addition to a redesigned top for the Simple Hydration bottle.
While Hock says he is an “average runner with a passion for the
sport,” he now has a burgeoning business that helps keep his
passion hydrated.
Jeremy Losaw is a freelance writer and
engineering manager for Enventys. He was the
1994 Searles Middle School Geography Bee
Champion. He blogs at blog.edisonnation.com/
category/prototyping/.
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THE MYSTICAL
MANUFACTURING

MAZE

Five Steps for Understanding
The Import Process BY EDITH G. TOLCHIN

A

s a professional who conducts seminars on product
safety, China sourcing, manufacturing and importing,
I frequently get requests from inventors to take them
on a journey from idea inception to a shelf-ready product.
Inventors often need help during various phases of product
development—anywhere from napkin sketch to prototype to
Chinese production.
Sometimes I receive requests from inventors who already
have an item in production; their desperate voices begin phone
conversations with “Can you help me?” “How do I ship it?”
“Who pays the ocean freight?” or “How much should I set aside
for import duties?” The list is endless.
Throughout the nearly 40 years I have been involved in the
import/export arena, I have been presented with every possible scenario: I’ve rescued shipments from U.S. Customs for
lack of proper documentation; I’ve turned non-compliant
baby merchandise into CPSIA*-certified products; and, once,
made an 80-year-old grandma’s dream for a baking invention
a reality.
What’s the secret to producing a safe, shelf-ready product?
Although there is no sure-fire formula, there are guidelines that
will help ensure your product reaches the market as inexpensively and effectively as possible.

1

Address product safety first. Create a prototype—but only
one. (You will eventually need more for the sourcing process.) If your product is consumer oriented, have it evaluated by
one of the Consumer Product Safety Commission’s accredited
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laboratories—not by the friend of a college professor in her science laboratory.
Thoroughly digest the report and ask the lab evaluators to explain anything you don’t understand. Get a list of tests that must
be performed once you are in production.
Tests are not necessary on prototypes; they are only required
on the final product and its components, once you’ve contracted
with the overseas factory. Make any recommended revisions to
the prototype based on the suggestions in the report. Also, purchase product liability insurance for your new business.

2

Have your logo and packaging designed BEFORE you
send your prototypes overseas for quotes. Also be sure
to register your domain name, because, by law, it has to be included on your packaging.
Have a good idea of where you might want to sell the product.
Will you sell online, requiring only a poly bag? Or are you negotiating with retail outlets that require a UPC code and a flashy box?
Learn the country of origin’s marking requirements for the
product (for example, “Made in Taiwan”). If it’s an invention
made of fabric, you may need a registered identification number (check www.ftc.gov).
It saves money to have all of these in place—even if you only
have a packaging mock-up, though, ideally, you’ll have your
graphic files, as well. If you submit your prototype for quotes
without packaging samples, you’ll have to re-submit for quotes
once you have packaging. That’s a waste of precious product
launch time and money spent on FedEx or UPS charges.
s - s - s / istock / thinkstock

3

Know what you are looking for. Be an educated consumer
as you approach prospective overseas factories. Know how
many pieces you want to order—typically small runs of 1,000
pieces are minimum order quantities, or MOQs, with Asian factories. If you are not in a position to buy 50,000 pieces, tell the
prospective factory up front so there are no surprises when they
quote you large MOQs.
Send the factory the packaging artwork files, desired product
color(s), specifications, components, materials and so on. Make
sure you know United States government labeling requirements.
Some of this information can be found at www.ftc.gov.
Know the U.S. port into which you’d like your shipment sent,
as well as shipping terms such as “FOB Hong Kong (freight on
board) or “CIF Chicago” (cost, insurance and freight), to determine who is responsible for the freight and insurance. When in
doubt, consult with a sourcing expert or licensed customs broker.

4

Never, EVER pay for your order in advance. Standard payment terms with overseas factories are 30 percent down via
wire transfer, with the 70 percent balance due only after a special
government document called the Import Security Filing, or ISF, is
presented to you, the importer, within 72 hours of the vessel-loading date. Note that this is not the vessel’s sail date, which is usually two to three days after the vessel is loaded. The ISF, along with

regular shipping documents, such as an ocean bill of lading and
commercial invoice, are proof of shipment. The ISF is presented
to a customs broker at your desired U.S. port. Be certain to get a
confirmation from U.S. Customs before sending the balance via
wire transfer to the factory’s designated bank.

5

Know what you are going to do with your new invention before it arrives. When the customs broker clears your
order at the port, he or she will want to know where you want
it delivered. Do you have a warehouse or distribution center? If
your initial order is small, can the boxes fit in your garage or basement—or will it be drop shipped to various locations because you
lucked out with your first sale to the Big W?
*CPSIA: The Consumer Product Safety Improvement Act pertains mostly, but not
exclusively, to children’s products: (http://tinyurl.com/k39qwsm).

Edie Tolchin has contributed to Inventors Digest
since 2000. She is the author of Secrets of Successful
Inventing and owner of EGT Global Trading, which
for more than 25 years has helped inventors with
product safety issues, sourcing and China manufacturing. Contact Edie at egt@egtglobaltrading.com.
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Laser Focused
CRAIG NABAT SHINES A LIGHT ON HEALTH AND WELLNESS
BY CAMA MCNAMARA

iRestore® Laser Hair
Growth System uses
low-level lasers to
stimulate dormant
hair follicles.

O

ne of Craig Nabat’s goals is to help five million people quit
smoking over the next two years. It’s a lofty ambition that Nabat
is driven to accomplish through his Freedom™ Quit Smoking
System, a multi-faceted program that focuses on the physical, psychological and educational aspects of assisting cigarette smokers to overcome nicotine addiction. The in-home system is based on a similar process that takes place at Freedom Laser Therapy in Los Angeles, which
Nabat founded in 2003. Since then, the clinic has helped more than
10,000 people quit smoking.

Although Nabat sees himself as an innovator, he is a rare individual with both the
capacity to invent and the heart and soul of
an entrepreneur. “I was just a guy with an
idea who learned the entire invention process step by step,” he says, admitting that,
as a result, he is a graduate of the School of
Hard Knocks.
Nabat’s foray into the business world
began at age 12, when he sold fireworks
24
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to neighborhood kids. By age 15, he had
a successful car-detailing business and in
college, Nabat and his girlfriend sold humorous t-shirts in dormitories. Through
that experience, Nabat polished his sales
pitch and learned quickly how to overcome rejections.
A sociology major with a minor in business, Nabat spent a year at Arizona State
University before returning to his native

Detroit to complete his degree. During
his final year at Michigan State, he began
reading books on business, marketing, and
product and personal development to pursue his dream of becoming a successful entrepreneur. In the process of reading more
than 600 books, Nabat says Think and
Grow Rich, the landmark bestseller by Napoleon Hill, became his roadmap for life.
Upon graduation, Nabat and a close
friend established a fund-raising venture
selling pepper spray to students, which
merged into an import/export company
when the two decided that was how they
could be the most successful. The business partners sold surplus goods, including clothing and computers, around the
world. During this time, email was gaining momentum as a medium for conducting business. Once Nabat recognized the
endless global opportunities for manufacturing, marketing and distribution
photos by denice duff

The DonJoy Reaction WEB Knee Brace
features an innovative elastic webbed
design paired with flexible hinges to provide stability for the knee. It also absorbs
shock and shifts weight from the painful
area, enabling users to continue activities
they enjoy. The device is worn by athletes
ranging from young soccer players to
members of the U.S. Ski Team and professionals athletes around the world.



Innovator and entrepreneur
Craig Nabat was inspired by
Napoleon Hill’s landmark bestseller, Think and Grow Rich.

Shedding Light
Although Craig Nabat experienced frustration and
failure, he overcame it with a winning attitude and an
abundance of knowledge. Following are a few of the
tenets he has engaged along the path to success.
• Are there enough people who will want what you are
trying to invent?
• Are you solving a major problem for consumers in a
unique way?
• Does your product have a four- to six-time mark up to
cover margins for wholesalers, distributors and retailers?
• Does your product have the “wow!” factor?
• Do you have compelling testimonials for marketing?
• Scour the Internet to determine if there is anything
similar to your idea.
• Obtain a provisional patent first. Your design may
change several times during product development.
op po -
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The Freedom™ Quit Smoking
System uses high-frequency light
and tranquil sound waves to instill
the behavioral modifications
necessary to quit smoking.

available through this new means of communication, he committed to creating his
first product.

Finding It the Hard Way

As with many innovators, Nabat is a problem solver. After misplacing his TV remote
control countless times, at age 19, Nabat envisioned a domino-sized device that could
locate lost items by clapping in a specific
pattern. The idea, which simmered for four
years, ultimately evolved into the FINDIT
Key Finder, a device that, with three claps,
can locate anything from remote controls
to eyeglass cases to keys. It took seven years
and more than $1 million of family investments to bring the device to market, but
the FINDIT Key Finder launched Nabat’s
inventing career.
While experienced innovators tell novices to invent products in fields they know
something about, Nabat does not subscribe to this philosophy. In need of microchip technology, his sister, Jacqueline,
one of the nation’s leading engineer recruiters, gave Nabat a list of 12 experts,
whom he met, one by one. The search
26
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led to a computer chip manufacturer in
Mountain View, Calif., that helped develop the FINDIT microchip technology.
Nabat conducted a detailed patent
search, but expresses that patents are the
least important aspect of the invention
process. Infringement, however, is another matter. “Due diligence is paramount,”
he says. “Make sure there is no prior art.
Make sure you’re not infringing.”
Nabat was 25 by the time he headed to
Taiwan in search of an Asian manufacturer to finalize the development of the
FINDIT. His journey led to a meeting
with his future business partner, an innovator in consumer electronics, whom
Nabat calls his “mentor and brother.”
Nabat says the meeting was a life-changing experience, because he had searched
for years for someone who could turn his
ideas into reality. With Nabat’s marketing
expertise and his manufacturing partner’s knowledge of product development,
the two knew the union would eventually sell millions of innovative consumer
products worldwide.
Nabat says all inventors who want to
bring a consumer electronic product to the
mass market should attend trade shows in

Hong Kong, Taiwan or China. “If I had
traveled to Taiwan earlier in the process,
I could have brought FINDIT to market
much sooner and saved hundreds of thousands of dollars in research and development and, more important, time,” he says.

Spreading the Word

Nabat took advantage of the commercial
acting courses he took at Arizona State and
became the spokesman for the infomercials he developed to sell FINDIT—a marketing technique he continues to employ.
He also pitched the device on QVC and became the familiar face behind various marketing strategies, including mail-order catalogs, retail packaging and store displays.
He views the experience—conceptualizing, inventing, manufacturing, marketing,
advertising, television commercial production and the distribution process he went
through getting his idea to market—as an
invaluable education he never would have
received elsewhere, even at a top-notch
business school.
Though FINDIT television and internet
sales were strong, the unit had a tendency to false trigger. Worried about returns,
Nabat pulled the product, but he was not

“Most inventors are
unaware of how long
it takes to bring a
product to market.
…You may not hit
a home run the first
time around, but
you will learn the
process. … Keep in
mind, if it takes 10,
20 or 30 years to
launch a product or
products, you only
have to be right once
to be successful.”
— CRAIG NABAT

discouraged. “You have to believe in yourself,” he says. “The lesson I learned along
the way is that you can’t quit; you must visualize that success is right around the
next corner.”
“None of this was easy, and there were a
lot of dark days throughout the process,” he
adds. “Most inventors are unaware of how
long it takes to bring a product to market
and the ongoing stress it places on you and
your loved ones. The research involved is
extensive and cumulative. You may not hit
a home run the first time around, but you
will learn the process. You’ll learn about
manufacturing, creating names for your
product, trademarks, how to position the
product, setting up distribution channels
and protecting your intellectual property.
Keep in mind, if it takes 10, 20 or 30 years
to launch a product or products, you only
have to be right once to be successful.”
Nabat has had his own share of disappointments. FreshCloz, a garment bag that
takes advantage of Ozonic TechnologyTM
to neutralize germs and bacteria in fabric, and eliminate odors debuted in 2010.
“It was a great idea with an amazing product design, though it was over-engineered,
causing it to be too expensive. It had an

awful name, too,” Nabat says. “It was an excruciating product development and marketing nightmare to the tune of $500,000.”
Reflecting on this failure, Nabat says that
with proper preparation inventing can have
rewarding results. “You have to know what
your competitors are doing,” he says. “Find
out who creates what and learn about retail
price points before you invest a single dollar. Find a niche. What makes your product different? What is your unique selling
proposition?” With a “passion for driving
products,” Nabat eventually made the decision to concentrate on home-use consumer electronics for beauty, health and wellness, although his next big idea came about
in an unexpected manner.

Up in Smoke

A former pack-a-day smoker, Nabat tried
for years to break his nicotine addiction.
He unsuccessfully tried patches and gum,
but it wasn’t until he learned about a treatment center in Canada that employed lowlevel lasers to help smokers kick the habit that he finally was able to rid himself
of the desire to smoke. Excited about his
own results, Nabat took his mother and
close friends to the clinic, and almost all of
them, surprisingly, were able to quit.
Soon afterward, Nabat handled marketing for George Lucio, owner of the clinic
and a leading pioneer in low-level laser
therapy to treat addictions. Through Lucio and an acupuncturist, he learned about
the positive effects of low-level lasers on
the human body.
After discovering that there were no similar quit-smoking treatment centers in the
United States, Nabat established Freedom
Laser Therapy, a state-of-the-art, nicotineaddiction clinic in Los Angeles. “I chose
Los Angeles because I wanted to attract celebrities who desired to quit smoking, but
my ultimate goal was to influence star clients to assist in changing the public perception that smoking is a deadly and addictive
product of our past—not our future,” he
says. “Celebrities’ lifestyles are followed and
idolized by millions. If Hollywood portrays
smoking in a negative manner, the rest of
society will begin to do the same.”
It certainly didn’t hurt his publicity efforts, either. Nabat became a familiar face
around Hollywood. He was featured in
numerous magazines and newspapers and

on shows such as Access Hollywood, TLC,
VH1, Fox News and even The Doctors.
Freedom Laser Therapy’s client base also
grew through Nabat’s unorthodox marketing approach. He bought signage on top of
Hollywood taxis and paid a commission to
drivers who sent smokers to the clinic. He
wrapped a red BMW Z4 convertible with
his Freedom logo and website, which, even
today, draws attention wherever he goes. “I
drive down the road and drivers stop and
ask me how Freedom can help them quit
smoking. It is really cool when it happens,”
Nabat says.
He also advertised on city benches, TV
and talk radio, even integrating himself
with Howard Stern in a radio commercial
that ran for four years in Los Angeles and
Detroit, where his two clinics were based.
Within 12 years, Nabat assisted more than
10,000 quit smoking, but his clinical experience laid the groundwork for a much
bigger vision.
Nabat and two of his most dedicated
team members went through the lengthy
and challenging process of franchising
the company. There were 800 people interested in opening their own Freedom
Laser Therapy clinics when, on the very
day the Federal Trade Commission franchise documents were to be finalized, an
onslaught of negative national press was
triggered by a nonprofit organization that
questioned the validity of the center’s advertising methods. Overnight, Nabat went
from being the toast of the town to defending his reputation. Because he didn’t want
to get franchisees drawn into the fray, he
painfully abandoned franchising Freedom
Laser Therapy. But, there was light at the
end of the tunnel: Nabat switched gears
and set out to design an in-home version
of the techniques offered at Freedom Laser
Therapy.

Brighter Days Ahead

While Nabat’s goal was to manufacture an
in-home version of Freedom Laser Therapy, he had no knowledge of the technology involved. Before work could begin, he
and his business partner had to learn how
to develop in-home devices that used laser and light technologies. They also had
to follow stringent manufacturing and advertising compliance regulations for medical-grade devices.
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Intense research and development led to the Freedom
Quit Smoking System, which
uses high frequency light
and tranquil sound waves, a
homeopathic craving control spray and audio therapy
in what Nabat considers a holistic approach to instilling the
behavioral modifications necessary to quit smoking. “Smokers require 10 days to quit,” says
Nabat, explaining that it takes
that long to rid the blood stream of nicotine and toxins. “The first three days
are the critical period when nicotine
withdrawal occurs.” Even with nicotine
out of the system, the psychological effects remain long after quitting. Nabat’s
quit-smoking system addresses both the
physical and mental aspects of weaning oneself off of nicotine addiction, but
he says the smoker must first make the
commitment to quit.
Since early 2015, Nabat has sold approximately 1,000 units. He is currently in
negotiations with Walgreens and CVS to
carry the Freedom Quit Smoking System
in 2016. In an effort to kick off his campaign to get five million people to quit
smoking over the next two years, Nabat
plans to spend $1.2 million promoting the
product on TV.
Pharmacies aren’t the only health-focused companies interested in Nabat’s
idea. This past September, Freedom Laser
Therapy exclusively partnered with Health
Fairs Direct, a leading corporate health
and wellness fair operator, to fast track
the company’s goal to assist five million
to quit smoking within two years. HFD
will present the Freedom Quit Smoking System nationwide to corporations,
insurance companies and health care
practitioners.
On average, an employee who smokes
costs a corporation $6,000 annually due
to loss of productivity, sick days and increased annual health benefits premiums.
The Freedom Quit Smoking System is
covered by employees’ Flexible Spending
28
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Craig Nabat (pictured with Paula Abdul) says
his goal is to influence celebrities to motivate
fans to give up smoking or live free of nicotine
themselves.*

“Celebrities’ lifestyles
are followed and idolized by millions. If
Hollywood portrays
smoking in a negative
manner, the rest of
society will begin to do
the same.” — CRAIG NABAT
Accounts (FSA Rx), creating an opportunity for employers to reduce the numbers
of smokers without necessitating an outof–pocket expenditure.

Laser Hair Restoration

After the successful launch of Freedom
Laser Therapy, Nabat became even more
intrigued with the benefits of lasers. He
was introduced to the owner of a leading
chain of laser hair loss treatment centers
with more than 30 years in the hair restoration industry. He passed his knowledge
along to Nabat, who had recently undergone hair-transplant surgery. Nabat became fascinated by the laser hair therapy
technology and was determined to develop a laser hair restoration system for
home use.
A three-year journey produced the
iRestore® Laser Hair Growth System, a

hands-free laser therapy device for men and women to
combat hair loss. The system
uses low-level lasers to stimulate hair follicles, increasing
blood flow and metabolism
while blocking the hair-loss
effects of the male hormone
dihydrotestosterone. Nabat
says the treatments increase
hair density and the thickness of existing follicles and
awaken dormant hair follicles.
The device, which sold well in Skymall, hit the market in 2011, but Nabat
took the product off the market pending
FDA clearance. By the end of this month,
Nabat anticipates being awarded FDA
clearance for his new, sleeker, full-scalp
iRestore device, which includes a clinically backed hair-care line. “iRestore will become the market leader of home-use laser
hair therapy devices,” he says.
Throughout his product-development
experiences, Nabat says he has tried to surround himself with the smartest people in
various fields of expertise. He encourages novice inventors to explore options for
learning how to take products to market.
“You should purchase audio books
from Audible,” he suggests, “or watch
online videos of entrepreneurs who tell
the public how they became successful.
Watch interviews with successful business leaders, inventors, innovators or entrepreneurs. Use new platforms, such as
podcasts, YouTube and Apple TV, to accelerate learning, and take notes. A couple
hours of research a day will provide the inspiration and knowledge to help you get
your idea to market.”
While Nabat is already moving on to
the next phase of his life, he sums up past
experience: “Inventing is not for the weakhearted. You must believe in infinite possibilities.”
*Craig Nabat participates in high-profile celebrity
gifting suites with the purpose of either educating
celebrities on how they can quit smoking or influencing them to motivate people they know to quit.

PROTOTYPING

Harper Losaw is a budding
chef and prototyper.

The Pleasures of Prototyping
Building Blocks for
Lifelong Curiosity
BY JEREMY LOSAW
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M

y original plan for this column was to prove that it was possible to build
a custom-designed remote control car in 10 days with my four-year-old
daughter, Harper, and in the process, be named Dad of the Year. Before
talking it over with Harper, I went to a Goodwill store and purchased a cast-off Radio
Shack remote control buggy for $2 that seemed to be in pretty good shape.
I hoped to disassemble it with Harper to see what parts we could harvest. Then I
was going to have her draw a new car shape and use a water-jet cutter to make a wood
chassis based on her drawings. We would then paint the chassis and, more than likely,
sprinkle it with glitter. Next would come soldering a circuit board to create blinking
LED headlights and installing the controls that we harvested from a nicer remote control car. Car finished, all Harper would have to do is take it for a test run.
As you might imagine, my plan derailed quickly.
Building a remote control car with Harper turned out to be a red herring to the real
goal of teaching her the basic skills used in a prototyping shop every day. I wasn’t trying to prepare her for a career in product development; I simply wanted to give her
the pleasure of building something with her own hands and introduce her to a few
unique tools along the way.
It recently occurred to me that, over Harper’s short lifetime, we have done several
interesting building projects together and, coincidentally, worked on the skills I was
hoping to teach her with the remote control car project. Following are a few of the activities I have done with Harper that I hope will form the building blocks for lifelong
curiosity and the simple pleasure of creating something.
photos by jeremy losaw

Cooking

Prototyping is often taking a set of parts
and rearranging them to create something
different. I see cooking as roughly the
same exercise. With the core ingredients
of flour, water, sugar, salt and, of course,
sprinkles, you can bake cookies, bread,
rhubarb crisp or muffins. One of my favorite weekend-morning activities is baking chocolate chip cookies with Harper.
I let her dump the ingredients in a bowl
and stir them up. Having done this a few
times, she has memorized at least
half of the ingredients.
A few days ago, Harper wanted
to do an experiment. She asked me
to get out a bowl and started calling
out ingredients she wanted me to
get from the pantry, while she got
water from the sink. She mixed up
flour, lots of sugar, water, sprinkles and vinegar (yes, vinegar)
and told me the cookies were
ready. While she was napping I
could have chucked the mixture,
because I assumed it was going
to be terrible, but I baked the
mixture in a small cake tin instead. She got mad at me for not baking
her concoction as cookies, but we still tasted it as an after-dinner treat. Surprisingly,
it was not too bad.

Painting

It seems every kid likes to paint, and
Harper is no exception. She likes watercolors but has no time for the subtle hues
of Georgia O’Keefe. She likes bright and
bold colors. Peter Max is more her style.
She paints rainbows, sunny days and an
occasional tribute to our dead cat.
However, I wanted her to paint something more tangible. I still enjoy building
racecar models, which was one of my favorite activities as a kid. My dad used to
call me the “glueifyer,” as all of my builds
had as much weight in Testors model glue
as they did in car parts. There was an old
Tony Stewart model car in a box in my

I wasn’t trying to
prepare her for
a career in product
development;
I simply wanted to
give her the pleasure
of building something
with her own hands
and introduce her to
a few unique tools
along the way.

to build a really simple circuit with Harper. One day we read a library book about
the lantern festival that takes place during
Chinese New Year. At the back of the book
was a page describing how to make your
own paper lantern.
It struck me that the lanterns would be
even better with a little LED to brighten
them up, so we built a paper lantern together. I then got a yellow LED from my
electronics kit, a resister and two AA batteries. I showed her the pieces, and we
taped the LED leads to the battery and
made the lantern light up. We
turned off all the lights in the
house and spent the next half
hour walking around looking for treasure. Since then,
I have also had her solder an
LED circuit board kit that I got
from Radio Shack. I made sure
to get the lead-free solder, and
she had loads of fun using the
soldering wand.

Woodcraft

Harper and her friend McKenzie at a Lowes’
Build and Grow workshop.

office that I was never going to have the
time to build, so one day I got it out and
let Harper paint the parts with some of my
Tamiya paint and a nicer paintbrush than
the junky dollar-store ones from her art
set. I explained to her the different parts of
the car and let her choose the palette.
She had fun painting a 3D object and
noted that the paint was “soft,” which
seemed more like the observation of a
mature artist than a three-year-old. Like
every other model I have ever built, this
one will take years to finish, but it certainly was the most fun—and the only model
I’ve built with a rainbow-colored engine.

Electronics

Electricity is an abstract concept for most
adults, let alone a pre-schooler, so I wanted

Wood is great material for prototyping because it is inexpensive and easy to manipulate. I do
not own a lot of woodworking tools. Fortunately, Lowes and Home Depot have
weekend workshops for kids to build little toys using a hammer and nails. Lowes’
version is called “Build and Grow.”
I first discovered these workshops when
Harper was two-and-a-half. This was a bit
young to start, but I was too excited to let
that stop me. The workshops last about 20
minutes, and the kids learn how to use a
hammer and get a feeling of accomplishment from building the kit.
For now, my $2 remote-control car project has been put on the shelf, but I’m still
on a quest to find great hands-on activities
to participate in with Harper. I bought her
a bouncy ball molding kit for her birthday
and cannot wait until she is old enough to
do some more complex electronics—like
building robots.
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EYE ON WASHINGTON

USPTO Pays Patent Examiner for
730 Hours Fraudulently Not Worked BY GENE QUINN

O

n Wednesday, August 19, 2015, the Office of Inspector General at the Commerce Department issued a
scathing summary of an investigation into an unnamed patent examiner who was falsifying time
records. The examiner in question, known as “Examiner A” in
the report, had received extraordinarily low performance evaluations on nine separate occasions. Rather than cooperate with
the IG’s investigation, Examiner A resigned and declined the opportunity to review and comment on the investigation findings.
While the extremely poor job performance of Examiner A
seemed to fall under the radar at the United States Patent and
Trademark Office, the fact that Examiner A was bilking the Office for work not performed went unnoticed until an anonymous
whistleblower notified superiors.
The IG’s report explains: In August 2014, two supervisory patent examiners at the United States Patent and Trademark Office
walked into their offices and found copies of the same anonymous letter. The letter alleged that an examiner (Examiner A)
“never shows up to work” and “seems to get away with anything.”
The note stated that Examiner A came into the office only at the
“end of each quarter” to submit work and described Examiner A’s

32

INVENTORS DIGEST OCTOBER 2015

work product as “garbage.” The note questioned how the supervisors “could allow this type of behavior” to occur and why Examiner A had not “been fired for performance.” After receiving
the anonymous letter, both supervisors brought the document
to the attention of their manager, who subsequently contacted
the USPTO’s Employee Relations Division, which conducted an
analysis of the data related to Examiner A. Employee relations
discovered hundreds of hours of apparent time and attendance
abuse by Examiner A and contacted the Office of the Inspector
General of the United States Department of Commerce concerning the magnitude of Examiner A’s suspected abuse.
According to the IG report, “Examiner A committed at least
730 hours of time and attendance abuse, resulting in the payment of approximately $25,500 for hours not worked in fiscal
year 2014 alone.” This represented 43 percent of the work hours
certified by Examiner A during fiscal year 2014.
To arrive at this figure, the IG explained that it gave all possible favorable inferences to Examiner A, but that after reviewing
time spent on campus, connection to USPTO networks from
off campus, and work preformed on the government-issued
laptop provided to Examiner A, at least 730 hours not worked

were certified. The report also hypothesizes that since all favor- allowed to work from home, and they comprise the core of the
able inferences were given to Examiner A, it is likely that far examination corps.
more time was not worked during fiscal year 2014.
With so many patent examiners working from home, there is
The IG concluded that there was sufficient evidence to be- a vast amount of institutional knowledge no longer within the
lieve that Examiner A violated 18 U.S.C. §§ 287, 641, and 1001, building, which cannot be good news for new patent examin5 C.F.R. § 2635.101 and the USPTO’s policy on work schedules. ers. Human nature suggests that there are a limited number of
The matter was referred to the U.S. Attorney’s Office for the East- times a new employee will seek out his supervisor or trainer for
ern District of Virginia, which declined to pursue the matter. assistance. Previously, new patent examiners received commuNotwithstanding, the IG report encouraged the USPTO to take nity mentoring and training from those more senior who were
legal action to recover the $25,500 overpayment to Examiner A.
not supervisors. Today, that community mentoring cannot take
Not surprisingly, the IG recommended that the USPTO fully place because so many patent examiners work remotely.
audit Examiner A’s fiscal year 2015 time to determine if there
were any hours paid that were not worked. Further, the IG rec- Poor Performance Issues
ommended that the USPTO “review its policies to determine While this episode raises an interesting question about a patent
examiner abusing an employment comwhether adequate controls are in place
pact, it also raises a far more important
to monitor the time and attendance of
issue about poor examiner performance.
its employees and ensure the controls are
The IG recommended
Why was Examiner A still working for
functioning properly.” It is troubling, althe Patent Office after nine reprimands
though not surprising, that the USPTO
that the USPTO
for unacceptably poor quality? Why was
does not seem to have the ability to de“review its policies to
Examiner A still working for the Pattect abusive practices like this without a
ent Office if he refused to respond to inwhistleblower coming forward.
determine whether
quiries from patent applicants and their
adequate controls are
Work From Home Program
representatives? An examiner with such
in place to monitor the
This episode, combined with similar past
low performance evaluations shouldn’t
episodes, raises questions about the much
even be allowed to work from home, so
time and attendance of
celebrated USPTO work from home prowhy was Examiner A in possession of a
its employees and
gram. If the USPTO cannot keep track of
government laptop?
examiners who show up to work on camWe know there are patent examiners
ensure the controls are
pus, how can it possibly be keeping tabs
who produce predictably poor quality
functioning properly.”
on examiners who work from home?
and have a reputation for being imposFor some time, I have been critical of
sible to work with. We know there are
the work from home program, although I
patent examiners who do not issue patunderstand why it exists. When the Patent Office moved to its cur- ents unless they are ordered to do so by the Board. We also know
rent Alexandria, Va., location in 2006, the facility was already too there are patent examiners who refuse to provide meaningful
small for the number of patent examiners. Whether it was a fail- consideration to an application until an Appeal Brief has been
ure to properly plan at the time the new campus project was un- filed. Unfortunately, the Office seems wholly incapable of dealdertaken more than five years earlier or the result of unexpected ing with overt examiner abuse, so it is no wonder it is unable to
growth of the Patent Office over a very short time, the reality is that reign in recalcitrant patent examiners who simply refuse to isthe physical plant was just too small to accommodate the needs of sue patents or provide full and fair consideration to applications.
the Office. That, of course, meant that a work from home program
Overwhelmingly, patent examiners are hard-working profeshad to be vigorously pursued.
sionals who play critical roles in our innovation system. The
Statistics show that patent examiners who work from home existence of someone like Examiner A unfairly draws scrutiny
are at least as productive as they were as a group when working and ire to those who play by the rules and approach their proat the Office. With notable exceptions of those who abuse the fession seriously.
privilege of working from home on a part-time or full-time baGene Quinn is a patent attorney, founder of IPsis, one of the biggest issues with the work from home program
Watchdog.com and a principal lecturer in the top
is not keeping track of examiner hours, although that must now
patent bar review course in the nation. Strategic
be a concern. The larger issue is that it has caused a brain drain
patent consulting, patent application drafting
and patent prosecution are his specialties. Quinn
at the USPTO. New patent examiners who do not yet have sigalso works with independent inventors and startnatory authority and are undergoing training do not work from
up businesses in the technology field.
home. This means that mid-level patent examiners are those
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USPTO Denies Kyle Bass IPR Patent
Challenge Against Acorda Therapeutics

©
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BY GENE QUINN

O

n August 24, 2015, the Patent Trial and Appeal Board
at the United States Patent and Trademark Office declined to initiate an inter partes review of two patents
owned by Acorda Therapeutics, Inc. U.S. Patent No.
8,007,826 and U.S. Patent No. 8,663,685 were challenged by the
Coalition for Affordable Drugs, LLC, the entity formed by billionaire hedge fund manager Kyle Bass.
The denials of the two Bass IPR petitions are nearly identical,
at least in all material respects. Some people had believed that the
PTAB might use some inherent authority not to institute the proceedings based on the fact that Bass filed these petitions by and
through the Coalition for Affordable Drugs in order to cause a
decrease in the stock price of Acorda, which he could then take
advantage of because he had shorted the stock.
Instead, the PTAB substantively denied the Bass petitions, finding that the prior art relied upon to challenge the ‘826 and ‘685
patents was not sufficiently available to the public to qualify as prior art. The decision by the PTAB strikes me as at least somewhat
odd, given the ease with which the PTAB has initiated inter partes
reviews over the past several years and the Board’s comfort with
finding patent claims invalid.

34

INVENTORS DIGEST OCTOBER 2015

IDS References Not an Admission of Materiality

The prior art in question in these two petitions were posters that
the patent owner admitted were “presented” at various industry
meetings in relevant IDS filings submitted during the prosecution of the underlying applications. The Board correctly stated
that “the submission of an IDS does not constitute an admission
that a cited reference is material prior art,” citing several Federal
Circuit Court decisions.
At the end of the decision, it was curious to read that the PTAB
concluded that the petition did not meet the required threshold of
showing that the posters in question were sufficiently publicly accessible to qualify as printed publications under pre-AIA 35 U.S.C.
102(b). The PTAB specifically ruled that the petition did “not demonstrate adequately that the Hayes poster... or the Goodman poster... constitute prior art. ...” No citation was provided. It seems that
the PTAB stretched the fact that an IDS is not an admission that
references are material to patentability to mean that the filing of an
IDS is not an admission that references are prior art.
There is support in the Manual of Patent Examining Procedure for the proposition that references disclosed in an IDS are
not necessarily considered to be prior art. Specifically, the MPEP §

609 explains: “There is no requirement that the information must
be prior art references in order to be considered by the examiner.”
But if a reference isn’t prior art, why submit the reference in
the first place? It would be reasonable to over submit references to the Patent Office, given the very real threat of inequitable
conduct charges, which result from an actual, potential or hypothetical violation of the duty of candor in 37 C.F.R. 1.56. Indeed,
charges of inequitable conduct have been a scourge on patent litigation over the years, particularly prior to Therasense v. Becton
Dickinson. Still, at the threshold level, it would seem reasonable to
assume that the patent owner had some rational justification for
including these posters on an IDS form submitted for examiner
consideration.

have made sense in the time frame between 1998 to 2002. Such
a conclusion certainly does not make any sense today, given how
ubiquitous smartphones have become, with cameras capable of
capturing 16 or more megapixels. I’ve taken pictures of poster presentations at various conferences for reference later, so it hardly
seems a stretch that such “copying” would be unexpected today.
It would have been nice if the PTAB had mentioned the ease
of copying even very dense material, thanks to camera phones. I
suppose that you don’t get that type of consideration or analysis
when you deny a petition right out of the gate without really considering the implications of the decision.

Conclusion

It seems odd that a petitioner would have to establish why the
patent owner disclosed a reference and evidence surrounding the
The Board then relied heavily on In re Klopfenstein, which estab- presentation of the references, when they were already listed on
lished a four-part test to determine whether such presented ma- an IDS filed by the patent owner. Placing such a burden on the peterial (as opposed to distributed material) is
titioner prior to any discovery seems fundaproperly considered prior art. The factors to
mentally unfair. The patent owner disclosed
be considered were:
the posters on an IDS, and yet, the PTAB re1. The length of time the display was
quires the petitioner to aver peculiar facts
I have to wonder
exhibited;
relating to information that only the patwhether this decision
2. The expertise of the targeted audience;
ent owner could have. Further, such a high
3. The existence of reasonable expectations
showing is being required without any disrepresents a shift in
that the material displayed would not be
covery. These post-grant proceedings were
copied; and
conceived of as an alternative to litigation,
the position of the
4. The simplicity or ease with which the mayet the PTAB places a nearly insurmountPTAB, or whether it
terial displayed could have been copied.
able burden on the petitioner in this case.
Interestingly, the PTAB gave the patent
While I’m not against having a high
sought a reason to
owner the benefit of the doubt, which hopethreshold to initiate post-grant proceedings,
deny the petition
fully they will do more often. In particular,
the threshold to initiate seems to be uneventhe PTAB explained that the only evidence
ly applied. Worse, the way the law is written,
because it was filed
presented that established presentation of
decisions not to institute cannot be appealed.
by Bass.
the posters was the admission by the patent
(See 35 U.S.C § 314(d).) Whether it is constiowner during prosecution. Therefore, the
tutional to insulate an agency decision from
petition did not make any factual allegations
judicial review is an open question. I am
about length of display, expertise of the auunaware of any other situation in which an
dience or copying.
agency decision cannot be reviewed by an Article III judge. In fact,
The PTAB also took notice that the posters conveyed “dense the cornerstone of an administrative law system is that decisions
material in a small space.” Citing Klopfenstein with approval, the of the agency, which are within the executive branch, can be chalPTAB explained the “more complex a display, the more difficult lenged in the federal judiciary. Without the ability to review agency
it will be for members of the public to effectively capture its in- decisions, the delicate checks and balances within the Constitution
formation.” On this last point, the PTAB clearly makes an overly seem to be thwarted. It is unclear whether Bass will pursue this
broad statement that would need to be considered in light of the matter on constitutional grounds, but eventually someone will.
particular facts of this presentation.
Don’t get me wrong; I am not a fan of the PTAB instituting inIn Klopfenstein, the Federal Circuit was considering a 14-slide ter partes reviews and killing patents. I think the PTAB institutes
presentation printed and pasted onto poster boards, which was too many reviews and kills too many patent claims, being all too
presented in October 1998 at a meeting of the American Associa- willing to find claims obvious. That said, I have to wonder whethtion of Cereal Chemists. Similarly, the presentation of the prior art er this decision represents a shift in the position of the PTAB, or
references at issue in the Bass petition were respectively made on whether it sought a reason to deny the petition because it was
October 31, 2011 and September 18-21, 2002.
filed by Bass. Unfortunately, I suspect these two denials have evThe conclusion reached by the PTAB, that a poster display- erything to do with who was behind the challenge and little to do
ing complex information could not reasonably be copied and with its merits.
that there would be no expectation that it could be copied may

When Is a Presentation Considered Prior Art?
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USPTO Proposes Changes to Patent
Trial and Appeal Board Practice Rules
BY GENE QUINN

O

n August 19, 2015, the United
States Patent and Trademark
Office published an advance
copy of a proposed rules package
that will amend the rules relating
to trial practice for inter partes review, post-grant review, the transitional program for covered business
method patents and derivation proceedings before the Patent Trial and
Appeal Board.
The deadline to comment on the proposed rules is 60 days after publication in the
Federal Register, which should be Tuesday, October
20, 2015. Comments can be emailed to: trialrules2015@uspto.
gov or submitted through the U.S. Postal Service to: Mail Stop
Patent Board, Director of the United States Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450, and
marked to the attention of Lead Judge Susan Mitchell, Patent
Trial Proposed Rules.
The Office anticipates that it will continue to refine the rules
governing AIA trials moving forward and, as a result, is continuing to encourage comments concerning how the rules may
be refined in the future.

Background of PTAB Rule Changes

The proposed trial practice rules were officially published in the
Federal Register on Thursday, August 20, 2015. Those who have
followed the process for updating and revising PTAB trial practice rules will recall that on May 19, 2015, the Office published
a first final rules package relating to PTAB practice. This package addressed issues of a minor scope that could be immediately undertaken by the Office. This first package related in part
to changes to the patent owner’s motion to amend and the petitioner’s reply brief that involved ministerial changes. For example, the first final rules provided 10 additional pages for a
patent owner’s motion to amend, allowed a claims appendix for
a motion to amend and provided 10 additional pages for a petitioner’s reply brief. There were other ministerial changes to conform the rules to the Office’s established practices in handling
AIA proceedings.
This second proposed rule will address more substantive
changes and proposed revisions to the Office Patent Trial Practice Guide, taking into consideration public comments that were
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raised concerning, among other things,
the claim construction standard for
AIA trials, new testimonial evidence
submitted with a patent owner’s preliminary response, Rule 11-type certification and word count for major briefing. The USTPO will also
amend its Office Patent Trial Practice Guide to reflect developments in
practice before the Office concerning
how it handles additional discovery, live
testimony and confidential information.

Claim Construction Standard

The Office asked, “Under what circumstances, if any, should the
Board decline to construe a claim in an unexpired patent in accordance with its broadest reasonable construction in light of
the specification of the patent in which it appears?” Comments
were received advocating various positions, including that the
Office should continue to apply the broadest reasonable interpretation standard in construing terms of an unexpired patent,
that it should use a Phillips-type construction standard for all
patents at issue in AIA proceedings and that it use the claim
construction standard set forth in Phillips v. AWH Corp. in certain circumstances in which the patent will soon expire.
Not surprisingly, by and large, the Office decided to stick with
BRI, explaining that the United States Court of Appeals for the
Federal Circuit recently determined that the Office is authorized
to employ the broadest reasonable interpretation approach
when construing terms of an unexpired patent at issue in an inter partes review proceeding. The Office specifically pointed out
that the Federal Circuit found the BRI approach consistent with
legislative intent and reasonable under the Office’s rule-making
authority. (See In Re Cuozzo Speed Techs., LLC.)
The Office did, however, choose to adopt the Phillips standard
for construction of the claims of a patent that will expire prior to
the issuance of a final decision. The theory is that there would be
no viable opportunity to amend patent claims if the patent expired before a final decision by the PTAB.
I feel that the Patent Office is opening a Pandora’s box by using BRI for some patents and Phillips for others. I understand
the distinction, but it is hard not to notice that some patents
will be treated differently than other patents, and, by extension,
some patent owners will be treated differently than other patent

owners. The Patent Office may be trying too hard to make everyone happy, but the effect seems likely to make no one happy
and interject a fundamental unfairness based solely on remaining patent term. Such a distinction seems arbitrary. Having two
different standards also strikes me as contrary to the principles
of patent law and practice, and is potentially unconstitutional,
or at the very least, not in keeping with the spirit behind the theory of equal protection.

One of the biggest issues
many have had with current
PTAB trial practice relates to the
fact that the law says that
the patent owner has a right to
amend, but that well over
90 percent of the time, the
PTAB denies patent owners the
ability to amend.

Patent Owner’s Motions to Amend

One of the biggest issues many have had with current PTAB trial practice relates to the fact that the law says that the patent
owner has a right to amend, but that well over 90 percent of the
time, the PTAB denies patent owners the ability to amend. At
times, the USPTO and others have argued that the law merely gives patent owners the right to file a motion to amend, but
no right to amend, a distinction found again in these proposed
rules. This has been a particular source of frustration for patent
owners, given that members of Congress continued to attempt
to quiet the fears of patent owners during the debates over the
creation of post-grant procedures by pointing out that the patent owner would have a right to amend. No such right to amend
has ever been recognized by the PTAB.
The Office asked for comments on the following topic: “What
modifications, if any, should be made to the Board’s practice
OCTOBER 2015 INVENTORS DIGEST

37

regarding motions to amend?” The Office received a spectrum of comments that
ranged from seeking no change in amendment practice to proposals for liberal
grant of amendments in AIA proceedings.
The USPTO adopted the comments
from those who expressed satisfaction
with the Board’s current rules and practices for motions to amend. It should be
noted, however, that since receipt of the
comments, the PTAB had already clarified motions to amend, to at least some
extent, in MasterImage 3D, Inc. v. RealD,
Inc., case IPR2015-00040.
The Office explained that the MasterImage decision clarifies that a patent
owner must argue for the patentability of
the proposed substitute claims over the
prior art of record, including any art provided in light of a patent owner’s duty of
candor, and any other prior art or arguments supplied by the petitioner, in conjunction with the requirement that the
proposed substitute claims be narrower
than the claims that are being replaced.
Further, the decision also stands for the
proposition that the burden of production shifts to the petitioner once the patent owner has made its prima facie case
for patentability of the amendment, although the ultimate burden of persuasion remains with the patent owner.
Comments suggesting that motions
to amend be liberally granted were not
adopted. The Office attempts to provide
reasoning to support its view that there
is a right to file a motion to amend but
no right to amend, which in my opinion,
falls flat. Notably, the Office ignores the
legislative history of the America Invents
Act and the numerous statements by virtually everyone advocating on behalf of
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This type of
interpretation is
what one might
expect to see in a
Banana Republic or
a repressive regime
that doesn’t concern
itself with logic
or fairness.

overly broad patent claims to be stripped,
but it also wanted to give patent owners at
least one opportunity to narrowly tailor
claims so that they would be patentable
over the prior art. Thus, the USPTO interpretation simply cannot be the correct
interpretation.

Other Matters
the bill, all of which promised that patent owners would have a right to amend.
At this point, a motion to amend is
practically useless and will, in fact, be
denied in nearly all instances. Thus, the
statutory language is being nullified by
the Patent Office interpretation. The
AIA gives petitioners and patent owners the absolute right to file a motion to
amend that will not enlarge the scope of
the claims. (See 35 U.S.C. 316(d).) Specifically, granting a right to file a motion
that will nearly always be denied can’t be
what Congress intended. This type of interpretation is what one might expect to
see in a Banana Republic or a repressive
regime that doesn’t concern itself with
logic or fairness. Such a tortured reading
of the America Invents Act, particularly
given the clear intent of Congress, also
seems to be in direct conflict with the Supreme Court’s recent decision in King v.
Burwell, which requires courts to “turn to
the broader structure of the Act” to determine meaning.
In fact, in King, the Supreme Court explained that when the statutory scheme
compels an interpretation that is in direct
opposition to the language of the statute,
the intent of the overall statutory scheme
is determinative. Clearly, Congress wanted

Other issues addressed in the proposed
rules package include, but are not limited to: (1) The intent of the Office to
continue use of the Garmin factors on a
case-by-case basis for additional discovery requests; (2) The Office amending
the rules to allow the patent owner to file
new testimonial evidence with its preliminary response; (3) The Office declining
to adopt a mandatory rule regarding additional discovery of secondary considerations but continuing to entertain the
need for such discovery on a case-by-case
basis; (4) The Office permitting a patent owner to raise a challenge regarding
a real party-in-interest or privity at any
time during a trial proceeding; (5) The
Office will continue its present practice
of considering requests for oral hearings
on a case-by-case basis; (6) The Office declining a proposal that would allow a petitioner’s reply as a right in the pre-institution phase of an AIA review; (7) The
Office denying to provide for small entity
and micro-entity filing fee reduction for
reviews under AIA due to a lack of statutory authority to grant such reduced filing fees; and (8) The Office proposal to
amend § 42.11, which prescribes the duty
of candor owed to the Office, to include
a Rule 11-type certification for all papers
filed with the Board with a provision for
sanctions for noncompliance.

EYE ON WASHINGTON

Patent and Trademark Appeal Board
to Determine Whether to Sanction Kyle
Bass for Filing IPRs

©
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BY GENE QUINN

A

fter being granted permission to
file a motion for sanctions, Celgene
Corporation filed a motion for
sanctions against the Coalition for Affordable Drugs on July 28, 2015. This motion
alleged that filing of the inter partes review
by the Coalition for Affordable Drugs
constituted an abuse of process. On August 11, 2015, the Coalition for Affordable
Drugs filed an opposition to the patent
owner’s motion for sanctions. And now
we wait for a determination in this case
of first impression. Will Kyle Bass’ Coalition for Affordable Drugs be sanctioned
by the Patent Trial and Appeal Board for
filing IPRs?
Behind the Coalition for Affordable
Drugs is hedge fund billionaire Kyle Bass,

who has been filing post-grant challenges to pharmaceutical patents in the hopes
of causing patented drugs to fall into the
public domain, which, in turn, would
cause the patent owner to lose revenue in
the face of generic competition. The loss
of revenue would cause the stock price to
go down, which would be to the benefit of
any investors who might hold a short position in the stock. Kyle Bass has reportedly
been shorting the stocks of the companies
that own the patents he is challenging.
According to Celgene, the Bass strategy of shorting a stock and filing an IPR is
an abuse of the process and not what postgrant procedures were designed to accomplish. Celgene’s motion argues:
“Inter partes review was designed as an

expeditious and less costly alternative to
federal district court litigation. It was not
designed for the purpose to which it is
aimed here—as a tool to affect the stock
prices of public companies for financial gain, to the detriment of those companies and the investing public. By their
own admission, the real parties in interest filed this and other petitions as part
of their strategy to profit from affecting stock prices. Their petitions represent an ongoing abuse of the IPR process
that has been and will continue to be an
unwarranted burden on the Patent Trial
and Appeal Board and on innovators like
patent owner Celgene Corporation and
its shareholders. Celgene is confident in
the strength of its patents, but should not
OCTOBER 2015 INVENTORS DIGEST
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“Inter partes review was designed as an expeditious and less costly
alternative to federal district court litigation. It was not designed
for the purpose to which it is aimed here—as a tool to affect the
stock prices of public companies for financial
gain, to the detriment of those companies and
the investing public.”

be required to expend extensive resources
defending them in the face of the RPI’s
abuse of process.”
Celgene also alleges that Erich Spangenberg, who is working with Bass in an advisory role, attempted to obtain payment
from Celgene in exchange for not challenging the patents in issue through the
IPR process. Celgene alleges that when the
company refused to pay Spangenberg, he
teamed up with Bass and “concocted a new
scheme to profit from affecting companies’
stock prices by filing IPRs.”
In response, the Coalition for Affordable Drugs argued:
“[Celgene] makes the curious argument
that filing IPR petitions with a profit motive constitutes an abuse of process. Yet, at
the heart of nearly every patent and nearly
every IPR, the motivation is profit. Celgene
files for and acquires patents to profit from
the higher drug prices that patents enable.
Generic pharmaceutical companies challenge patents to profit from generic sales.
Celgene’s argument is in conflict with Supreme Court precedent expressly finding
it in the public’s interest for economically
motivated actors to challenge patents. See
Lear v. Adkins, 395 U.S. 653, 670 (1969)
(holding public interest requires permitting licensees to challenge validity because
they may often be the only individuals with
enough economic incentive to challenge
the patentability and [i]f they are muzzled,
the public may continually be required
to pay tribute to would-be monopolists).
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Having an economic motive for petitioning
the government simply does not turn the
petition into an abuse of process.”
The Coalition for Affordable Drugs
goes on to argue that whether their motives are altruistic is irrelevant:
“The U.S. economy is based largely on
the notion that individual self-interest,
properly directed, benefits society writ
large. Celgene’s motive is to profit from
consumers and taxpayers from drug
sales. Celgene’s patent-conferred monopoly results in Revlimid prices that exceed
$580 per pill—creating costs in excess of
$200,000 per patient year. Revlimid sales
were nearly $5 billion in 2014. Celgene is
not giving Revlimid or its profits away.”
Essentially, by and through the Coalition for Affordable Drugs, Bass is arguing that while his motives may not be altruistic, the motivations of Celgene aren’t
exactly altruistic, either. Nevertheless, the
public would stand to benefit if Bass is
successful. The Coalition for Affordable
Drugs correctly notes that “each petition
that knocks down a barrier to generic entry benefits the public.”

Legislative History

Celgene argues in its sanction filing that
the legislative history of the America Invents Act is the law that ushered in the
ability to engage in the type of challenge
being brought by Bass by and through the
Coalition for Affordable Drugs.
Time and again throughout the legislative history, post-grant proceedings were
explained as being faster, low-cost alternatives to litigating validity disputes in Federal District Court. That being the case, it

would seem extremely odd that any petitioner could bring a post-grant challenge
to a patent when that petitioner would
not have standing to sue to invalidate the
patent in Federal District Court. Make
no mistake about it, Kyle Bass would not
otherwise be able to take his challenge to
Federal District Court. He would have no
standing to bring a declaratory judgment
action. There is no case or controversy.
So, why would he have standing to bring
a post-grant challenge?
Celgene argues that, according to the
legislative history, the one and only purpose for the creation of post-grant challenges to issued patents was to help deter
patent trolls. While this may well be what
many members of Congress understood,
the problem is that the law, as written,
does not require standing in order to initiate a challenge using the inter partes review process. Further compounding the
problem for Celgene is the fact that challenges under the covered business method
review process require standing in order
to initiate such a procedure at the United
States Patent and Trademark Office.
The legislative history is silent with respect to the type of challenge brought by
hedge fund managers seeking to take advantage of a market opportunity. Using
standard canons of statutory construction,
given that IPR does not require standing,
and CBM requires standing, it will be argued that Congress was aware of the possibility of requiring standing and opted to include such a requirement only for CBM. By
implication, Congress must have also opted
not to incorporate a standing requirement
for IPR. Thus, it seems, based on the way

the legislation was drafted, the intent was
to allow anyone to bring an IPR challenge
for any reason. Motivation does not appear
to matter, which would mean that there is
nothing wrong, illegal or immoral about
the challenge brought by Bass and the Coalition for Affordable Drugs.

USPTO Discretion
to Award Sanction

Celgene also argues that Congress gave
the Patent Office broad discretion to
award and enforce sanctions for abusive
use of IPRs. Pursuant to 35 U.S.C. 316(a)
(6), Congress gave the Patent Office the
authority to create regulations, including those regarding the appropriateness
of awarding sanctions for abuse. The AIA
instructed the Patent Office to create regulations “prescribing sanctions for abuse
of discovery, abuse of process, or any other improper use of the proceeding, such
as to harass or to cause unnecessary delay
or an unnecessary increase in the cost of
the proceeding. …”
The Patent Office created regulations
explaining when sanctions would be possible. The Patent Trial and Appeal Board
“may impose a sanction against a party for misconduct, including: (1) Failure
to comply with an applicable rule or order in the proceeding; (2) Advancing a
misleading or frivolous argument or request for relief; (3) Misrepresentation of
a fact; (4) Engaging in dilatory tactics; (5)
Abuse of discovery; (6) Abuse of process;
or (7) Any other improper use of the proceeding, including actions that harass or
cause unnecessary delay or an unnecessary increase in the cost of the proceeding.” (See 37 C.F.R. 42.12(a).)
Celgene argues that the Board has the
authority to issue sanctions against Bass
and the Coalition for Affordable Drugs, because the IPR filings are an abuse of process or are otherwise improper. Bass et al.
counter by pointing out that the law and
regulations allow a person who is not the
patent owner to file an IPR, which means
that “[a] dismissal sanction would amount
to an impermissible substantive rule that

changes existing law governing an individual’s standing to file an IPR petition. …”

What Will Happen?

It is important to remember that the primary architects of the AIA were from the
pharmaceutical industry. In fact, Bob Armitage, the former general counsel for Eli
Lilly, was invited to speak at virtually every
gathering of patent industry professionals
because of how intimately he was involved
with the drafting of the language of the AIA
and how closely he was involved with lobbying the industry and Congress to pass the
AIA. The pharmaceutical industry support-

The Coalition for
Affordable Drugs
correctly notes that
“each petition that
knocks down a barrier
to generic entry
benefits the public.”

ed the AIA, which ultimately pushed the
bill across the finish line after many years
of failed attempts. In retrospect, it looks like
the industry should have been more concerned about post-grant challenges.
I am sympathetic to the biotech and
pharmaceutical companies that are facing challenges to patented drugs that no
one anticipated. Given the critical role the
pharmaceutical industry played in passage
of the AIA, I am much more sympathetic
to the many other patent owners who find
their patents being challenged in various
post-grant proceedings. These patent owners largely did not support the AIA and vigorously opposed creation of new mechanisms to challenge issued patents.
It hardly seems reasonable that a motion
for sanctions should be granted when a

pharmaceutical patent is being challenged
simply because the challenger has brought
the petition for some monetary benefit. If
the Board sides with Celgene, then all patent owners should be victorious in sanctions motions, given that the challenger always has a financial motive for seeking to
invalidate the challenged patents. Therefore, it seems extremely unlikely that the
Board would award sanctions simply due
to the financial motivation for filing an
IPR. Such a ruling seems further unlikely,
given Supreme Court precedent that exalts
challenges to patents as being in the public interest.
It is, however, troubling when petitioners contact patent owners in advance of filing an IPR seeking payment for not challenging a patent. Such a tactic could easily
be characterized as extortionary, but I’m
not sure where to draw the line. Would it
be acceptable to file the IPR challenge and
then acknowledge a willingness to settle
if the patent owner were to pay? In other
words, does the timing of the request for
payment matter? It would be a stretch for
any court to rule that an offer to settle an
already instituted litigation constituted extortionary activity.
The real problem isn’t that Kyle Bass is
seeking to take advantage of a market opportunity, but rather that the post-grant
procedures were ill-conceived from the
start. They were championed as being a
cheaper alternative to litigation, but can,
in fact, easily cost in excess of $1 million
in attorneys’ fees, which is hardly cheap.
Post-grant challenges were seen as a panacea that would allow certain companies
to take out certain patents, but due to political realities, pharmaceutical and biotech patents couldn’t be carved out. That
political problem remains. If post-grant
challenges are good for some patents, they
must be good for all patents. Similarly, if
inter partes review can be brought by some
parties without standing, then they must
be able to be instituted by all parties without standing, even if the motivation for
bringing the challenge is primarily (or
even exclusively) financial.
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USPTO Proposes Pilot Program
for IPR Institution Decisions

BY GENE QUINN

Due Process Challenged

Notwithstanding this legitimate attempt
to stay ahead of workflow increases, the
USPTO has been criticized by several highprofile industry leaders who questioned the
procedural fairness of the Patent Trial and
Appeal Board. For example, patent attorney
Phil Johnson wonders whether the PTAB is
affording patent owners the required level
of due process, given the fact that a property right will be potentially stripped from the
patent owner. One area of due process concern Johnson has raised is that the PTAB is
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Regardless of whether there is a single decision
maker or a panel of three decision makers,
it is fundamentally inappropriate for any agency
decision to be absolutely insulated from
judicial review, period.

net tel 9/ istock / thinkstock

O

n August 25, 2015, the United States
Patent and Trademark Office published a request for comments in
the Federal Register relating to a proposed
pilot program exploring the possibility
of having a single administrative patent
judge determine whether to institute an
inter partes review. Currently, the USPTO
has a panel of three APJs who decide
whether to institute a trial and, if instituted, conduct the trial. Under the proposed
pilot program, a single APJ would decide
whether to institute the IPR. He would
then be joined by two other APJs not associated with the institution decision to
conduct the IPR trial.
According to the Federal Register notice, “the USPTO is pro-actively looking
for ways to enhance its operations for the
benefit of stakeholders,” which is partially how and why the pilot proposal came to
be. More specifically, the pilot program is
being floated as the result of comments
received through various public fora and
formal requests.
The USPTO explains in the notice that
the Office “believes it is prudent to explore
other potentially more efficient options [to
review IPR petitions], especially given that
the number of petitions filed may continue to increase.”

deciding whether to initiate and also conduct the trial. The issue of affording patent
owners proper due process is particularly
critical, according to Johnson, because “the
PTAB is now both deciding on the institution of and the conduct of these IPRs and
PGRs, and, of course, they’re issuing the final decisions.”
There is no doubt that there would be
efficiencies gained if the USPTO were able
to have only a single APJ make the determination about whether to institute an
IPR trial. The Office explains:
“Having a single judge decide whether
to institute trial in a post-grant proceeding, instead of a panel of three judges,
would allow more judges to be available to
attend to other matters, such as reducing
the ex parte appeal backlog and handling
more post-grant proceedings.”
Still, having a single APJ make institution
determinations is fraught with due process
concerns. The decision whether to institute
an inter partes review is not appealable.

Balance of Power

There seems to be something uniquely unfair about an agency decision that cannot
be appealed to an Article III judge. Granting unelected agency officials ultimate,
king-like, decision-making powers runs
counter to the spirit of the Constitution,
if not the text of the Constitution itself.
Agencies such as the USPTO are a part of
the executive branch of government. If a
USPTO decision cannot be appealed, that
means that the judiciary is helpless to review actions by the executive branch. This
upsets the delicate balance of power struck
among the three branches of government.
It is also an exceptionally dangerous precedent to set. A very strong argument could
be made that such dictatorial powers
granted to the PTAB (by and through the
statute in conjunction with Federal Circuit
interpretations) are unconstitutional.
I have no doubt that the Supreme Court
will ultimately be asked to review the issue of whether institution decisions are

Inventor Groups
Inventors Digest only publishes the names and contacts of inventor groups certified
with the United Inventors Association. To have your group listed, visit www.uiausa.org
and become a UIA member.

appealable. In the meantime, we are left
with a statute that absolutely insulates the
PTAB from judicial review. This is bad
enough when three APJs are collectively
considering whether to grant an IPR petition and hold a trial. To put decisionmaking authority for a non-appealable
decision in the hands of a single person
doesn’t comport with traditional notions
of fair play and justice. Truthfully, if this
type of thing were taking place in another
country, we, in the United States, would
ridicule the process and point to it as an
example of the type of “justice” handed
out in a Banana Republic.
APJs are ordinary people trying to do
the best job they can, and, frankly, they
are placed in a terribly awkward position.
What would you do if you knew that a decision to institute couldn’t be reviewed or
challenged on appeal? Could this account
for the high rate of decisions to institute?
The argument is made that if the decision to institute were faulty, the patent
owner would prevail, but this misses at
least three major points. First, the decision to institute will cost the patent owner
between $500,000 to $1,000,000 in attorneys’ fees. Second, the PTAB is far more
likely to weave references together to support an obviousness rejection than federal
courts. Third, the deck is stacked against
the patent owner in an IPR given that the
patent right—a property right—can be
stripped using standards of proof below
what would be used by a district court
judge during a patent litigation. This being the case, decisions to institute should
be slanted toward the patent owner, not
against the patent owner.
My protest is not about the decision
maker but rather about the process. Regardless of whether there is a single decision maker or a panel of three decision
makers, it is fundamentally inappropriate
for any agency decision to be absolutely
insulated from judicial review, period.

Alabama

California

Auburn Student Inventors
and Entrepreneurs Club
Auburn University Campus
Samuel Ginn College
of Engineering
1210 Shelby Center
Auburn, AL 36849
Troy Ferguson
twf0006@tigermail.auburn.edu

Inventors Forum
George White, president
P.O. Box 1008
Huntington Beach, CA 92647
(714) 540-2491
info@inventorsforum.org
www.inventorsforum.org

Invent Alabama
Bruce Koppenhoefer
137 Mission Circle
Montevallo, AL 35115
(205) 222-7585
bkoppy@hiwaay.net
Arizona
Carefree Innovators
34522 N. Scottsdale Road
Scottsdale, AZ 85266
ideascouts@gmail.com
www.ideascout.org
Inventors Association
of Arizona, Inc.
Laura Myers, executive director
P.O. Box 6438
Glendale, AZ 85312
(602) 510-2003
exdir@azinventors.org
www.azinventors.org
Arkansas
Arkansas Inventors’ Network
Chad Collins
P.O. Box 56523
Little Rock, AR 72215
(501) 247-6125
www.arkansasinvents.org
Inventors Club of NE Arkansas
P.O. Box 2650
State University, AR 72467
Jim Melescue, president
(870) 761-3191
Robert Bahn, vice president
(870) 972-3517
www.inventorsclubofne
arkansas.org

Invention Accelerator
Workshop
11292 Poblado Road
San Diego, CA 92127
(858) 451-1028
sdinventors@gmail.com
San Diego Inventors Forum
Adrian Pelkus, president
1195 Linda Vista, Suite C
San Marcos, CA 92069
(760) 591-9608
www.sdinventors.org
Colorado
Rocky Mountain
Inventors’ Association
Roger Jackson, president
209 Kalamath St., Unit 9
Denver, CO 80223
(303) 271-9468
info@rminventor.org
www.rminventor.org
Connecticut
Christian Inventors
Association, Inc.
Pal Asija
7 Woonsocket Ave.
Shelton, CT 06484
(203) 924-9538
pal@ourpal.com
www.ourpal.com

District of Columbia
Inventors Network
of the Capital area
Glen Kotapish, president
P.O. Box 18052
Baltimore, MD 21220
(443) 794-7350
www.dcinventors.org
Florida
Inventors Council
of Central Florida
Dr. David Flinchbaugh,
executive director
4855 Big Oaks Lane
Orlando, FL 32806
(407) 255-0880; (407) 255-0881
www.inventcf.com
doctorflinchbaugh@yahoo.com
Inventors Society
of South Florida
Alex Sanchez, president
P.O. Box 772526
Miami, FL. 33177
(954) 281-6564
www.inventorssociety.net
Space Coast Inventors Guild
Angel Pacheco
4346 Mount Carmel Lane
Melbourne, FL 32901
(321) 768-1234

Danbury Inventors Group
Robin Faulkner
2 Worden Ave.
Danbury, CT 06811
(203) 790-8235
Inventors Association
of Connecticut
Doug Lyon
521 Popes Island Road
Milford, CT 06461
(203) 254-4000 x3155
lyon@docjava.com
www.inventus.org

Aspiring Inventors Club
Peter D’Aguanno
773 A Heritage Village
Hilltop West
Southbury, CT 06488
petedag@att.net

Tampa Bay Inventors’ Council
Wayne Rasanen, president
7752 Royal Hart Drive
New Port Richey, FL 34653
(727) 565-2085
goodharbinger@yahoo.com
www.tbic.us
Georgia
The Columbus Phoenix City
Inventors Association
Mike Turner, president
P.O. Box 8132
Columbus, GA 31908
(706) 225-9587
www.cpcinventorsassociation.org
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Southeastern Inventors
Association
Thor Johnson, president
2146 Roswell Road, #108-111
Marietta, GA 30062
(678) 463-013
gthormj@gmail.com
(470) 210-4742
sec4sia@gmail.com
www.southeasterninventors.org
Idaho
Inventors Association of Idaho
Kim Carlson, president
P.O. Box 817
Sandpoint, Idaho 83854
inventone@hotmail.com
www.inventorsassociationof
idaho.webs.com
Creative Juices Inventors Society
7175 W. Ring Perch Drive
Boise, Idaho 83709
www.inventorssociety.org
reme@inventorssociety.org
Illinois
Chicago Inventors Organization
Calvin Flowers, president
M. Moore, manager
1647 S. Blue Island
Chicago, IL 60608
(312) 850-4710
calvin@chicago-inventors.org
maurice@chicago-inventors.org
www.chicago-inventors.org
Illinois Innovators and Inventors
Don O’Brien, president
P.O. Box 58
Edwardsville, IL 62025
(314) 467-8021
ilinventor.tripod.com
inventorclub@yahoo.com
Indiana
Indiana Inventors Association
David Zedonis, president
10699 Evergreen Point
Fishers, IN 46037
(317) 842-8438
www.indianainventors
association.blogspot.com
Iowa
Iowa Inventors Group
Frank Morosky, president
P.O. Box 10342
Cedar Rapids, IA 52410
(206) 350-6035
info@iowainventorsgroup.org
www.iowainventorsgroup.org

Kansas

Michigan

Inventors Assocociation of
South Central Kansas
Richard Freidenberger
2302 N. Amarado St.
Wichita KS, 67205
(316) 721-1866
inventor@inventkansas.com
www.inventkansas.com

Grand Rapids Inventors Network
Bonnie Knopf, president
2100 Nelson SE
Grand Rapids, MI 49507
(616) 293-1676
Steve Chappell
940 Monroe Ave.
Grand Rapids, MI 49503
(616) 935-5113
info@grinventors.org
www.grinventors.org

Kentucky
Central Kentucky
Inventors Council, Inc.
Don Skaggs
699 Perimeter Drive
Lexington, KY 40517
dlwest3@yahoo.com
ckic.org
Louisville Metro
Inventors Council
P.O. Box 17541
Louisville, KY 40217
Alex Frommeyer
lmic.membership@gmail.com
Louisiana
International Society of
Product Design Engineers/
Entrepreneurs
Roderick Whitfield
P.O. Box 1114
Oberlin, LA 70655
(337) 246-0852
nfo@targetmartone.com
www.targetmartone.com
Maryland
Inventors Network
of the Capital Area
Glen Kotapish, president
P.O. Box 18052
Baltimore, MD 21220
(443) 794-7350
ipatent@aol.com
www.dcinventors.org
Massachusetts
Innovators Resource Network
P.O. Box 6695
Holyoke, MA 01041
(Meets in Springfield, MA)
info@IRNetwork.org
www.irnetwork.org
Inventors’ Association
of New England
Bob Hausslein, president
P.O. Box 335
Lexington, MA 02420
(781) 862-9102
rhausslein@rcn.com
www.inventne.org

Inventors Council of
Mid-Michigan
Mike Ball, president
P.O. Box 311
Flushing, MI 48433
(810) 245-5599
www.inventorscouncil.org
Jackson Inventors Network
John D. Hopkins, president
2755 E. Berry Rd.
Rives Junction, MI 49277
(517) 787-3481
johndhopkins1@gmail.com
www.jacksoninventors.org
Michigan Inventors Coalition
Joseph Finkler
P.O. Box 0441
Muskegon, MI 49443
(616) 402-4714
www.michiganinventors
coalition.org
Muskegon Inventors Network
John Finkler, president
P.O. Box 0441
Muskegon, MI 49440
(231) 719-1290
www.muskegoninventors
network.org
West Shore Inventor Network
Crystal Young, director
West Shore Community College
3000 N. Stiles Road
Scottville, MI 49454
(231) 843-5731
cyoung2@westshore.edu
www.wininventors.com
Minnesota
Inventors’ Network
(Minneapolis/St.Paul)
Todd Wandersee
4028 Tonkawood Road
Mannetonka, MN 55345
(612) 353-9669
www.inventorsnetwork.org

Minnesota Inventors Congress
Deb Hess, executive director
P.O. Box 71
Redwood Falls MN 56283
(507) 627.2344
(800) 468.3681
info@minnesotainventors
congress.org
www.minnesotainventors
congress.org
Missouri
Inventors Association of St. Louis
Gary Kellmann, president
13321 N. Outer 40 Road, Ste. 100
Town & Country, MO 63017
www.InventSTL.org
info@InventSTL.org
Inventors Center of Kansas City
Curt McMillan, president
P.O. Box 411003
Kansas City, MO 64141
(913) 322-1895
www.inventorscenterofkc.org
info@theickc.org
Southwest Missouri
Inventors Network
Springfield Missouri
Jan & Gaylen Healzer
P.O. Box 357
Nixa, Mo 65714
(417) 827-4498
janhealzer@yahoo.com
Mississippi
Mississippi SBDC
Inventor Assistance
122 Jeanette Phillips Drive
University, MS 38677
(662) 915-5001
(800) 725-7232
msbdc@olemiss.edu
www.mssbdc.org
Nevada
Inventors Society of
Southern Nevada
3627 Huerta Drive
Las Vegas, NV 89121
(702) 435-7741
InventSSN@aol.com
Nevada Inventors Association
Kyle Hess, president
P.O. Box 7781
Reno, NV 89510
(775) 636-2822
info@nevadainventors.org
www.nevadainventors.org

Every effort has been made to list all inventor groups accurately. Please email Carrie Boyd at cboyd33@carolina.rr.com if any changes need to be made to your group’s listing.
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INVENTOR GROUPS
New Jersey

North Carolina

National Society
of Inventors
Stephen Shaw
8 Eiker Road
Cranbury, NJ 08512
Phone: (609) 799-4574
(Meets in Roselle Park, NJ)
www.nsinventors.com

Inventors’ Network of
the Carolinas
Brian James, president
520 Elliot Street, Ste. 300
Charlotte, NC 28202
www.inotc.org
zliftona@aol.com

Jersey Shore Inventors Group
Bill Hincher, president
24 E. 3rd St.
Howell, NJ 07731
(732) 407-8885
ideasbiz@aol.com
New Mexico
The Next Big Idea:
Festival of Discovery,
Invention and Innovation
Los Alamos Main St.
109 Central Park Square
Los Alamos, NM 87544
(505) 661-4844
www.nextbigideaLA.com
New York
The Inventors Association of
Manhattan (IAM)
Ananda Singh,
membership manager
Location TBD every 2nd
Monday of the month
New York, NY
www.manhattan-inventors.org
manhattan.inventors@gmail.com
Inventors Society of
Western New York
Alan Reinnagel
174 High Stone Circle
Pitsford, NY 14534
(585) 943-7320
www.inventny.org
Inventors & Entrepreneurs
of Suffolk County, Inc.
Brian Fried
P.O. Box 672
Melville, NY 11747
(631) 415-5013
Long Island Forum for
Technology, Inc.
111 W. Main St.
Bay Shore, NY 11706
(631) 969-3700
LCarter@lift.org
NY Society of
Professional Inventors
Daniel Weiss
(516) 798-1490 (9AM - 8PM)
dan.weiss.PE@juno.com

North Dakota
North Dakota Inventors Congress
2534 S. University Drive, Ste. 4
Fargo, ND 58103
(800) 281-7009
info@neustel.com
www.ndinventors.com
Ohio
Inventors Council
of Cincinnati
Jackie Diaz, president
P.O. Box 42103
Cincinnati, Ohio 45242
(513) 898-2110 x4
Inventorscouncil@
inventcinci.org
www.inventcincy.org
Canton Inventors Association
Frank C. Fleischer
DeHoff Realty
821 South Main St.
North Canton, OH 44720
(330) 499-1262
www.cantoninventors
association.org
Inventors Connection of
Greater Cleveland
Don Bergquist
Secretary 440-941-6567
P.O. Box 360804
Strongsville, OH 44136
icgc@aol.com
Sal Mancuso- VP
(330) 273-5381
salmancuso@roadrunner.com
Inventors Council of Dayton
Stephen W. Frey, president
Wright Brothers Station
P.O. Box 611
Dayton, OH 45409-0611
(937) 256-9698
swfday@aol.com
www.groups.yahoo.com/group/
inventors_council
Inventors Network
1275 Kinnear Road
Columbus, OH 43212-1155
(614) 470-0144
www.inventorscolumbus.com
Youngstown-Warren
Inventors Association
100 Federal Plaza East, Ste. 600

Youngstown, OH 44503
(330) 744-4481
rherberger@roth-blair.com
Oklahoma
Oklahoma Inventors Congress
Dan Hoffman
P.O. Box 204
Edmond, OK 73083-0204
(405) 348-7794
inventor@telepath.com
www.oklahomainventors.com
Oregon
South Coast Inventors Group
James Innes, president
SBDC
2455 Maple Leaf Lane
North Bend, OR 97459
(541) 888-4182
jamessinnes@gmail.com
www.southcoastinventors.org
Inventors North West
Attn: John Herrick
#11 Pioneer Lane
Sunriver, OR 97707
Jhunterh2001@yahoo.com
www.inventorsnorthwest.com
Pennsylvania
American Society of Inventors
Jeffrey Dobkin, president
Ruth Gaal, vice-president and
treasurer
P.O. Box 354
Feasterville, PA 19053
(215) 546-6601
rgaal@asoi.org
www.asoi.org
www.americansocietyof
inventors.com
Pennsylvania Inventors
Association
Jerry Gorniak, president
2317 E. 43rd St.
Erie, PA 16510
(814) 825-5820
www.pa-invent.org
Williamsport Inventor’s Club
One College Ave., DIF 32
Williamsport, PA 17701
www.wlkiz.com/resources/
inventors-club
info@wlkiz.com
Puerto Rico
Associacion de Inventores
de Puerto Rico
Dr. Omar R. Fontanez
Canuelas
Cond. Segovia Apt. 1005
San Juan, PR 00918
(787) 518-8570
www.inventorespr.com

Tennessee
Music City Inventors
James Stevens
3813 Dobbin Road
Springfield, TN 37172
(615) 681-6462
musiccityinventors@gmail.com
www.musiccityinventors.com
Tennessee Inventors Association
Carl Papa, president
P.O. Box 6095
Knoxville, TN 37914
(865) 483-0151
www.tninventors.org
Texas
Amarillo Inventors Association
Paul Keifer, president
2200 W. 7th Avenue, Ste. 16
Amarillo, TX 79106
(806) 670-5660
info@amarilloinventors.org
www.amarilloinventors.org
Houston Inventors Association
Ken Roddy, president
2916 West TC Jester
Ste. 100
Houston, TX 77018
(713) 686-7676
kenroddy@nol.net
www.inventors.org
Alamo Inventors
George Burkhardt
11235 New Sulphur Springs Road
San Antonio, TX 78263
(210) 240-5011
invent@alamoinventors.org
www.alamoinventors.org
Austin Inventors and
Entrepreneurs Association
Lill O’neall Gentry
12500 Amhearst
Austin, TX
lillgentry@gmail.com
www.austininventors.org
Wisconsin
Inventors & Entrepreneurs
Club of Juneau County
Economic Development Corp.
Terry Whipple/Tamrya Oldenhoff
P.O. Box 322
122 Main St.
Camp Douglas, WI 54618
(608) 427-2070
www.juneaucounty.com/
ie-club-blog
jcedc@mwt.net
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CLASSIFIEDS
CHINA MANUFACTURING

“The Sourcing Lady”(SM). Over 30 years’ experience in Asian
manufacturing—textiles, bags, fashion, baby and household inventions.
CPSIA product safety expert. Licensed US Customs Broker. Call (845) 321-2362.
EGT@egtglobaltrading.com or www.egtglobaltrading.com.

INVENTION DEVELOPMENT SERVICES

Market research services regarding ideas/inventions.
Contact Ultra-Research, Inc., (714) 281-0150.
P.O. Box 307, Atwood, CA 9281.

PRODUCT DEVELOPMENT/INDUSTRIAL DESIGN SERVICES

• 3D models
• Physical Prototypes
• Realistic Renderings
We always take a personal approach
when assisting clients in creating, improving, • Manuals
illustrating, and proving product concepts.
• Product Demos
Contact us today to get started proving your
• And More...
concept.

info@ConceptAndPrototype.com

www.ConceptAndPrototype.com

NEED A MENTOR?

Whether your concern is how to get started, what to do next,
sources for services, or whom to trust, I will guide you. I
have helped thousands of inventors with my written advice,
including more than nineteen years as a columnist for Inventors Digest magazine. And now I will work directly with you
by phone, e-mail, or regular mail. No big up-front fees. My
signed confidentiality agreement is a standard part of our
working relationship. For details, see my web page:

www.Inventor-mentor.com
Best wishes, Jack Lander

PATENT FOR LEASE
DRILL ALIGNMENT TOOL
PAT. No. US 8,757,938 B2
https://www.youtube.com/
watch?v=5mdyoHuSfAs
Julian Ferreras, Owner
(907) 852-7310 • ferreras@gci.net
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Independent Industrial Designer with 40 years of experience designing
plastic and metal consumer and medical products for corporations and
entrepreneurs. Conversant in 3D modeling, all forms of prototyping, and
sourcing for contract, manufacturers. Request disk of talks given in the NE
and NYC to inventor and entrepreneur groups.
jamesranda@comcast.net or www.richardson-assoc.com.
(207) 439-6546

“A PICTURE IS WORTH 1000 WORDS”

See your invention illustrated and photographed in 3D, with materials
and lighting applied. We help inventors see their ideas come to life.
Multiple views are available and can be sent electronically or via hard
copy. Reasonable rates. NDA signed up front. Contact Robin Stow at
graphics4inventors.com or (903) 258-9806 9am-5pm CST USA.

PRODUCT DEVELOPMENT/OFF SHORE MANUFACTURING

Prolific inventor with multiple patents: One product sold over 60 million
worldwide. I have over 35 years experience in manufacturing, product
development and licensing. I am an author, public speaker and consultant
to small companies and individuals. Why trust your ideas or products to
marketing, engineering and product development companies? Work with
an expert who has actually achieved success as an inventor. Some of my
areas of expertise are Micro Chip Design, PCB Fabrication, Injection Tooling
Services, and Retail Packaging, etc. Industries that I have worked with,
but are not limited to, are Consumer Electronics, Pneumatics, Christmas,
Camping and Pet products. To see some of my patents and products and
learn more, visit www.ventursource.com.
David A. Fussell, 2450 Lee Bess Road, Cherryville, N.C. 28021
(404) 915-7975, dafussell@gmail.com

PATENT SERVICES

Affordable patent services for independent inventors and small business.
Provisional applications from $600. Utility applications from $1,800. Free
consultations and quotations. Ted Masters & Associates, Inc.
5121 Spicewood Dr. • Charlotte, NC 28227
(704) 545-0037 or www.patentapplications.net.

PRIOR ART SEARCHING AND ANALYSIS

High Quality Patentability and Freedom to Operate Searches. PhD.-qualified
and postgraduate in patent law business method, mechanical and pharma
fields. $200 flat rate, five day turnaround, detailed examiner-style report,
client feedback: https://www.elance.com/s/biotech_analysis/job-history/?t=1
Work under CDA/NDA only—www.patentsearchlight.com.

EDI/ECOMMERCE

EDI IQ provides EDI (Electronic Data Interchange)/Ecommerce Solutions and
Services to Inventors, Entrepreneurs and the Small Business community.
Comprehensive scalable services when the marketplace requires EDI
processing. Web Based. No capital investment. UPC/Bar Code and 3PL
coordination services. EDI IQ—Efficient, Effective EDI Services.
(215) 630-7171 or www.ediiq.com, Info@ediiq.com.

DON’T MISS A

SINGLE ISSUE!
Whether you just came up with a great idea
or are trying to get your invention to market,
Inventors Digest is for you. Each month we
cover the topics that take the mystery out of
the invention process. From ideation to prototyping, and patent claims to product licensing,
you’ll find articles that pertain to your situation.
Plus, Inventors Digest features inventor pros
and novices, covering their stories of disappointment—and success. Fill out the subscription form below to join the inventor community.
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Tell Congress to vote no on H.R.9, legislation that would weaken our patent system and harm the inventors
it was designed to protect. Instead, join inventors in supporting the STRONG Patent Act, which ensures balance
in post-grant proceedings, cracks down on abusive demand letters, and eliminates USPTO fee diversion.

TAKE ACTION AT SAVETHEINVENTOR.COM
THIS MESSAGE Brought to you by the Innovation Alliance

